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QUESTIONS PRESENTED. 

The first question: Are the subject matter and issues of 
appellant’s action in the federal district of Maryland on 
appellant’s suit to restrain use by appellee of a trade name 
in Maryland substantially different from appellant’s action, 
brought prior in time, in the court below to restrain use of 
the same trade name by appellee in the District of Colum¬ 
bia, and, accordingly, could the court below enjoin appellant 
from prosecuting its case in Maryland. 

The second question: Assuming that the court below 
may exercise the extraordinary remedy of injunction in 
such an instance, should it, under principles of comity ob¬ 
taining between sister federal courts, have required, appel¬ 
lee to apply for a stay in the federal district court in Mary¬ 
land where appellee can do so without prejudice or hard¬ 
ship. 

The third question: Assuming the injunctive power and 
its proper exercise in the circumstances, should the court 
below have permanently enjoined appellant from prosecut¬ 
ing its Maryland case or should it have limited its injunction 
to terminate upon conclusion of the case below. 
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No. 10747 


Food Fair Stores, Inc., Appellant, 

- v. 

Square Deal Market Company, Inc., Appellee. 


On Appeal From an Order of the United States District 
Court for the District of Columbia. 


BRIEF FOR APPELLANT. 


JURISDICTIONAL STATEMENT. 

This is an appeal from an order of the United States Dis¬ 
trict Court for the District of Columbia entered June 29, 
1950, permanently enjoining appellant from prosecuting 
an action filed by it in the United States District Court for 
the District of Maryland (App. 38). The order followed 
a motion of appellee for an injunction (App. 14). Notice 
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of appeal was filed on June 30, 1950. The jurisdiction of 
this Court is invoked under the Act of June 25,1948, c. 646, 
62 Stat. 929, 28 U. S. C. A. § 1291. 

STATEMENT OF THE CASE. 

This appeal is concerned with the action of the United 
States District Court for the District of Columbia in en¬ 
joining appellant from prosecuting a trade name unfair 
competition action against appellee in the United States 
District Court for the District-of Maryland to restrain the 
use of the trade name * 1 Food Fair” in Maryland. At the 
time this action was filed there was pending an unfair com¬ 
petition action by appellant against appellee involving the 
right to use the same trade name in the District of Colum¬ 
bia in the United States District Court for the District of 
Columbia. The facts as to these cases are as follows: 

The District of Columbia Trade Name Case. 

* .«>,*• .. t t , v m \ 

On March 17,1948, appellant filed a complaint for injunc¬ 
tion and other relief against appellee in the United States 
District Court for the District of Columbia (App. 2-5). 
Its complaint alleged that appellant operated over 90 re¬ 
tail food supermarkets in the States of Pennsylvania, Mary¬ 
land, New Jersey, Delaware and New York and that since 
1935, it had operated a large majority of its stores under 
the name “Food Fair”. It further alleged that it had ex¬ 
pended large sums since that time in advertising the trade 
name “Food Fair” and that the public had come to asso¬ 
ciate the trade name “Food Fair” exclusively with appel¬ 
lant and that the very substantial growth of appellants 
organization and sales were attributable to the develop¬ 
ment by appellant of its trade name. In addition, allega¬ 
tions were made that appellant had, since 1935, operated a 
large number of retail stores under the name “Food Fair” 
in Baltimore, Maryland, and that appellant’s advertising 
was distributed in the District of Columbia. 
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As to appellee, appellant alleged that a long time after 
the trade name “Food Fair” had become known and asso¬ 
ciated exclusively with appellant in the District of Colum¬ 
bia and elsewhere, appellee, with knowledge of prior use 
by appellant and with the intention of capitalizing on the 
reputation and good will of appellant, appropriated appel¬ 
lant’s trade name “Food Fair” by opening retail food 
stores and advertising them under the name “Food Fair” 
in the District of Columbia. 

Appellant asked for an injunction, an accounting for 
profits and other relief in its complaint. 

Thereafter, appellee filed its answer to appellant’s com¬ 
plaint and a counterclaim (App. 6-14). Appellee in its an¬ 
swer denied prior use of the trade name by appellant or 
intention to deceive by its use and alleged various other 
defenses. 

In its counterclaim, appellee alleged prior use of the 
trade name in the District of Columbia and further alleged 
that appellant was engaged in selling brands under a “Food 
Fair” name in a store in Prince George’s county, Maryland, 
it allegedly operated under the name “Food Lane” (App. 
11-12). Appellee did not allege that it operated any stores 
in Maryland under the name “Food Fair”, hut claimed 
that through its activities in the District of Columbia it had 
acquired superior rights to the use of such trade name in 
Prince George’s and Montgomery counties. 

In its counterclaim appellee asked that appellant be en¬ 
joined from the use of the name “Food Fair” in the Dis¬ 
trict of Columbia and in Prince George’s and Montgomery 
counties in Maryland (App. 12). 

The issues presented by appellant’s complaint and ap¬ 
pellee’s counterclaim with their respective responsive 
pleadings is now pending in the United States District 
Court for the District of Columbia. 
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The Maryland Case. 

On May 14,1950, or more than two years after the filing 
of appellant’s complaint, appellee opened a retail food store 
nnder the name “Food Fair” at Wheaton, Montgomery 
County, Maryland, and announced that it intended to lo¬ 
cate another retail food store under the appellant’s trade 
name “Food Fair” at Langley Park, in Prince George’s 
County, Maryland. Accordingly, on May 24, 1950, appel- 
land filed its complaint for injunction and other relief 
against appellee in the United States District Court for 
the District of Maryland (App. 16). 

This complaint alleged that appellant had been engaged 
in the operation of retail food stores in the State of Mary¬ 
land under the name of “Food Fair” since 1935 and that 
by virtue of extensive advertising and other promotional 
methods the name “Food Fair” had become associated ex¬ 
clusively with the appellant in Maryland. It further al¬ 
leged that appellee, with knowledge of appellant’s prior 
and exclusive rights to the use of the trade name in the 
State of Maryland, had appropriated it with the intention 
to deceive the public and to capitalize on the reputation and 
good will of appellant. Appellee asked for an injunction, 
an accounting for profits, and other relief. 

Appellee’s Motion for Injunction in the District of 

Columbia Case. 

Subsequent to the filing of appellant’s complaint in the 
federal district court in Maryland, appellee, instead of 
proceeding in Maryland, filed a motion in the District of 
Columbia case to enjoin appellee from prosecuting its 
trade name action in the federal district of Maryland on the 
theory that the issues were identical and that such litigation 
was vexatious and cumbersome (App. 14). 

This motion was heard and the Court (Curran, J.) took 
the matter under advisement (App. 35). Subsequently, the 
Court issued an order permanently enjoining appellant 
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from prosecuting its action in the federal district of Mary¬ 
land and granted leave to the plaintiff to file a supplemental 
complaint within twenty days, although appellant had not 
requested or suggested such action (App. 38). The Court 
also issued certain findings of fact (App. 36). Appellant 
filed a motion for reconsideration which was denied with¬ 
out hearing (App. 22). Appellant then noted this appeal. 

STATEMENT OF POINTS. 

1. The court below erred in concluding that the issues 
and subject matter of the Maryland case were the same as 
those involved in the court below and, accordingly, the 
court below had no power to enjoin appellant from prose¬ 
cuting its action in the federal district court in Maryland. 

2. The court below erred in exercising the extraordinary 
remedy of injunction, where under proper procedures de¬ 
manded by principles of comity existing between sister fed¬ 
eral district courts, relief could have been obtained by a 
stay in the federal district court in Maryland. 

3. The court below erred in issuing an order permanently 
restraining appellant from prosecuting its action in the 
federal district of Maryland since, at most, its order should 
have enjoined appellant from prosecuting its Maryland 
action only until completion of the case below. 

SUMMARY OF ARGUMENT. 

The issues and subject matter in the case below and in the 
Maryland case are not the same since the issue in the Mary¬ 
land case is appellant’s right to restrain use by appellee of 
the name “Food Fair” in Maryland and in the case below 
the issue is appellant’s right to restrain appellee from the 
use of the name in the District of Columbia. 

The only procedure by which appellant may bring the 
Maryland issue into the District of Columbia case is by a 
supplemental complaint. Appellant should not be required 
to file such a pleading since it is a matter of appellant’s 
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option as to how and where to bring its action on that issue. 
The court’s action on its own initiative in granting appel¬ 
lant leave to file an amended or supplemental complaint is 
an implied recognition of the fact that appellant can not 
obtain in the court below the relief sought in Maryland 
under the present state of the pleadings in the court below. 
Appellee’s counterclaim does not raise this issue since 
under it appellant may not have the relief sought by it in 
the Maryland case. 

Moreover, under the decision of the Supreme Court of 
the United States in 'Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 426 (1916) the right to use of a trade name 
at any point within the boundaries of a state is dependent 
upon which of the parties first used the name within the 
state. This doctrine clearly establishes that the District of 
Columbia and Maryland cases present different issues. 
These issues are (1) which of the parties first used the 
name in the District of Columbia, and (2) which of the par¬ 
ties first used the name in Maryland. Again, appellant’s 
counterclaim does not raise this issue since it relates only 
to Prince George’s and Montgomery counties and, in any 
event, appellant could not obtain under it the relief sought 
in the Maryland case. 

Assuming that the court was empowered to use the extra¬ 
ordinary relief of injunction, it ought not to have done so 
since, under principles of comity obtaining between dif¬ 
ferent federal courts, the proper procedure would have been 
for appellee to apply for a stay in the federal district court 
in Maryland. By such a procedure that court would not 
have been ousted of its jurisdiction without an opportunity 
to pass upon issues which developed entirely within its 
jurisdiction and which are peculiarly within its province 
to determine. Such action could not, and would not now, 
prejudice or inconvenience appellee in any respect. 

Assuming the injunctive power and its proper exercise 
in the circumstances, the injunctive relief granted was en¬ 
tirely too broad. At most the court’s action should have 
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been limited to enjoining appellant from proceeding in the 
Maryland case until the case below is concluded. Under 
the court’s order appellant is in effect commanded to file 
an amended or supplemental complaint or forever be de¬ 
prived of whatever rights it may have against appellee as a 
result of appellee’s activities in Maryland. Such relief is 
obviously too broad and, if granted at all, should be limited 
as indicated above. 

ARGUMENT. 

1. The Court Below Erred in Concluding That the Issues 
and Subject Matter of the Maryland Case Were the 
Same as Those Involved in the Court Below and, Ac¬ 
cordingly, the Court Below Had No Power to Enjoin 
Appellant From Prosecuting Its Action in the Federal 
District Court in Maryland. 

At the outset it is clear that the power of a federal court, 
which it may exercise to enjoin proceedings in another fed¬ 
eral court (as distinguished from the circumstances under 
which it should exercise such extraordinary powers in 
proper relationship to sister federal courts) 1 is strictly lim¬ 
ited to cases where there is substantial identity in issues 
and subject matter. Aluminum Company of America v. 
United States , 20 F. Supp. 608, 610-611 (W. D. Pa. 1937) 
aff’d.y 302 U. S. 230, 232 (1937); Speed Products Co. v. 
Tinnerman Products, 83 App. D. C. 243, 245,171 F. 2d 727, 
729 (1948); Ex parte Equitable Trust Co., 231 Fed. 571, 591 
(9th Cir. 1916). 

In order to determine whether the issues in the Mary¬ 
land and District of Columbia cases are substantially iden¬ 
tical it is only necessary to review the circumstances as 
they existed at the time the District of Columbia suit was 
instituted and, subsequently, as they existed at the time the 
Maryland suit was brought. 

At the time appellant’s action was instituted in the Dis¬ 
trict of Columbia (1948) there was not and is not now a sug- 


l Infra, p. 12. 
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gestion that it sought relief (and under the issues as 
framed it can not do so) against the activities of appellee 
other than for the use by appellee of the trade name “Food 
Fair” in the District of Columbia. Appellant’s complaint 
was limited, and necessarily so, solely and exclusively to 
the single issue of the right to the use of the trade name 
“Food Fair” in the District of Columbia. The District 
Court recognized this fact when it gratuitously granted 
appellant leave to amend or file a supplemental complaint. 

It should be noted that at this time, and subsequently 
when the issues were framed, appellee had not even quali¬ 
fied to do business in Maryland or displayed any indication 
of its intention to expand into counties of Maryland adja¬ 
cent to the District of Columbia. In fact, it was not until 
May 1, 1950, that appellee acquired authority under Mary¬ 
land statutes to do business in that state. Its store in 
Prince George’s County was then opened within a few days. 

So far as the issue of appellant’s right to exclude ap¬ 
pellee from the use of the trade name “Food Fair” in 
Maryland is concerned, the circumstances giving rise to the 
claim of such a right did not, and could not, have arisen 
until appellee’s announcement of its intention to use such 
name in that area and its subsequent action in using the 
name by the opening of a store in that area. These events 
did not occur until May of 1950, some two years after 
appellant had stated the issues as to it in its complaint in 
the District of Columbia suit. 

It has been contended that all of the issues alleged in 
both the District of Columbia and the Maryland suits have 
been raised by appellee’s counterclaim in the District of 
Columbia suit (App. 14). It will be recalled that appellee’s 
counterclaim alleged that appellee sold and distributed arti¬ 
cles bearing labels “Food Fair Brand” and similar words 
in a store it operated under the name “Food Lane” in Mt. 
Bainier, Prince George’s County, Maryland. It is further 
alleged that appellee had acquired exclusive rights to such 
name through its use in the District of Columbia. It asked 
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that appellant be restrained from the nse of that name in 
connection with its products and, also, that appellant he 
restrained from the use of the name in connection with the 
grocery business in those counties. Admittedly, appellant 
does not operate a store under the name “Food Fair” in 
those counties of Maryland. 

In this state of the pleadings it should be clear that in 
no case could appellant, should it prevail in the trial court, 
obtain relief against the activities of appellee in these 
counties of Maryland. 

Such relief may only be obtained in the District of Co¬ 
lumbia case by filing a supplemental complaint. It could 
also be obtained by filing a separate action in the State of 
Maryland, either in the federal district court or in an ap¬ 
propriate state forum. 

The lower court has implicitly recognized that appellant 
cannot obtain relief against appellee’s Maryland activities 
by its action in granting appellant leave to file a supple¬ 
mental bill in its order enjoining appellant from prosecut¬ 
ing the Maryland action. Appellant did not ask for such 
leave and the court’s action in this respect was purely gra¬ 
tuitous. 

This recognition by the lower court that appellant may 
file a supplemental complaint, under rules applicable to 
their filing, 2 implies that the matters could be the subject 
matter of a separate and independently filed complaint in 
a forum of appellant’s own choosing. Insurance Finance 
Co. v. Phoenix Securities Corp., 32 F. 2d 711, 713 (D. Idaho 
1929); Southern Pacific Co. v. Coimay, 115 F. 2d 746, 751 
(9th Cir. 1940). 

Indeed, in many cases where objection has been made to 
the granting of leave to file a supplemental complaint con¬ 
troversy has centered about the problem as to whether the 
plaintiff should not be required to file a new suit. Cf. Otis 
Elevator Co. v. 570 Building Corp. y 35 F. Supp. 348, 349 
(E. D. N. Y. 1940). Insurance Finance Co. v. Phoenix Secwri- 


3 Fed. R. Civ. P. 15. 
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ties Co ., op. cit. supra. In comparison to this situation appel¬ 
lant is here virtually commanded to file a supplemental bill 
in the District of Columbia. 

Clearly, it should be concluded, and it is urged, that it is 
a matter of appellant’s option to determine whether to file 
a supplemental pleading in this case or to institute pro¬ 
ceedings in the jurisdiction in which the alleged trade name 
appropriation occurred. 

Appellee can hardly he heard to complain that it could be 
prejudiced by an action in a forum forty miles from its 
principal place of business and to whose jurisdiction it has 
voluntarily submitted itself by virtue of doing business 
there and its compliance with the statutory requirements 
for doing business in that state. This is particularly true 
where by reason of appellant’s pending suit in the District 
of Columbia appellee must have known that this issue would 
he promptly raised should appellee expand its operations 
into Maryland. 

Moreover, appellant’s right to restrain appellee’s use of 
the name (1) in the District of Columbia, and (2) in Mary¬ 
land constitute entirely separate issues under applicable 
rules in unfair competition cases as established by the 
Supreme Court of the United States. 

Mr. Justice Holmes, concurring in Hanover Star Milling 
Co. v. Metcalf , 240 U. S. 403, 426 (1916) stated the rule as 
follows: 

“I think state lines, speaking always of matters out¬ 
side the authority of Congress, are important in an¬ 
other way. I do not believe that a trade-mark 3 estab¬ 
lished in Chicago could be used by a competitor in some 
other part of Illinois on the ground that it was not 

3 The same rule is, of coarse, also applicable to trade names. “This essen¬ 
tial element is the same in trade-mark cases as in cases of unfair competition 
unaccompanied with trade-mark infringement. In fact, the common law of 
trade-marks is but apart of the broader law of unfair competition. Elgin 
Watch Co. v. Illinois Watch Co., 179 U. S. 665, 674; G. f C. Merriam Co. v. SaaX- 
fleld, 198 Fed. Bep. 369, 372; Cohen v. Nagle, 190 Massachusetts, 4, 8,15; 5 A. 
& E. Ann. Cas. 553, 555, 558. ’ ’ Hanover Star Milling Co. v. Metcalf, 240 
TJ. S. 403, 413 (1916). 


11 


known there. I think that if it is good in one part of 
the State it is good in alL But when it seeks to pass 
state lines it may find itself limited by what has been 
done under the sanction of a power coordinate with 
that of Illinois and paramount over the territory con¬ 
cerned. If this view be adopted we get rid of all ques¬ 
tions of penumbra, of shadowy marches where it is dif¬ 
ficult to decide whether the business extends to them. 
We have sharp lines drawn upon the fundamental con¬ 
sideration of the jurisdiction originating the right.” 

This view has been uniformly followed in the federal 
courts. In Socowy-Vacwwm Oil Co. v. Oil City Refiners, 136 
F. 2d 470, 475 (6th Cir. 1943) the Court said: 

‘‘ However, in light of the well-settled rule that prop¬ 
erty in trademarks and the right to their exclusive use 
rests upon the law of the several states and depends 
upon them for security and protection, the use of the 
mark extends to the whole state unless the state has, 
by statutory or common law declaration reduced the 
territorial limits of the mark to a smaller area. Han¬ 
over Star Milling Co. v. Metcalf, supra (concurring 
opinion of Justice Holmes, 240 U. S. at pages 424, 426, 
36 S. Ct. at pages 364, 365, 60 L. Ed. 713.” 

In summary it is stated as follows in 2 Callmann, Unfair 
Competition and Trade Marks, p. 990 (Ed. 1945): 

‘‘As Mr. Justice Holmes, in his concurring opinion in 
the Hanover case, stated, if the mark ‘is good in one 
part of the state, it is good in all 9 In principle, there¬ 
fore, if the use of a trade mark by a small state busi¬ 
ness precedes its use by a nation-wide competitor 
throughout the United States, the former has the pri¬ 
ority.” 

The issues under the doctrine of the H(mover case are 
then clearly distinct—(1) who has the right to the name in 
the District of Columbia, and (2) who has the right to the 
name in Maryland. 

It follows that appellant, under this rule, is entitled to 
have determined its right to the use of the name “Food 
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Fair” in the State of Maryland based upon, as the Supreme 
Court determined, priority of user within the territorial 
limits of that state. Appellant has not sought such a deter¬ 
mination in the action it has brought in the District of Co¬ 
lumbia, and, indeed, at the time its action was filed there 
could have been no reason to believe that such an issue could 
arise. 

It has sought relief by its action in the State of Mary¬ 
land, in its option to have that issue determined in a forum 
of its choosing. 

Appellee’s counterclaim in the District of Columbia case 
does not raise the issue of priority of use within the state. 
It only alleges that its use in Prince George’s and Montgom¬ 
ery counties was prior to that of appellant. Under the 
Hcunover case the use by appellant of the name “Food 
Fair” in Baltimore before appellee had used that name in 
any other part of Maryland forbids their use of the name 
in Maryland, including Prince George’s and Montgomery 
counties. 

It is a matter of appellant’s option to have each deter¬ 
mined in a forum of its choosing. Appellant’s right to af¬ 
firmative relief against appellee’s use of that name in Mary¬ 
land is not presented in the District of Columbia case and 
under applicable principles the lower court is powerless to 
force it to demand that relief in this proceeding at the risk 
of losing it altogether. 

2. The Court Below Erred in Exercising the Extraordinary 
Remedy of Injunction, Where, Under Proper Proce¬ 
dures Demanded by Principles of Comity T-viating Be¬ 
tween Sister Federal District Courts, Belief Could have 
Been Obtained by a Stay in the Federal District Court 
in Maryland. 

The exercise of the injunctive power by lower federal 
courts in connection with the restraint of proceedings in 
either state courts or in other sister federal courts has al¬ 
ways presented a grave problem to federal appellate courts. 
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The orderly administration of justice in the sensitive sphere 
of conflicting sovereignties has required that the federal 
courts exercise the injunctive power only in extraordinarily 
compelling circumstances. 

In the relationship between sister federal courts, even 
where it is apparent that the issues and subject matter may 
be identical, such relief has been granted only where prop¬ 
erty in the possession of the forum has been threatened by 
action in a sister federal court or under other extraordinary 
or vexatious circumstances. 

Milwaukee Gas Specialty Co. v. Mercoid Corporation, 104 
F. 2d 589 (7th Cir. 1939) (patent infringement); In Georgia 
Power Co., 89 F. 2d 218 (5th Cir. 1937) (Constitutionality 
Act of Congress); Bucher v. Vance, 36 F. 2d 774 (7th Cir. 
1929) (fund paid in court registry); Bush v. Texas <& P. 
By. Co., 290 Fed. 1008 (W. D. La. 1922) (receivership). 

The orderly administration of justice in ordinary cir¬ 
cumstances at the very least requires that the sister fed¬ 
eral court whose jurisdiction is thus challenged be given an 
opportunity to exercise its power to stay the proceedings 
within its province until a determination by the federal 
court claiming priority as to the subject matter. 

Where appropriate relief may be obtained by this pro¬ 
cedure, it has been uniformly followed in the federal courts. 
Brooks Transportation Co. v. McCutcheon, 154} F, 2d 84L 
(D. C. Cir. 1946); United States v. 75-2 Acres of Land in 
Somerset County, 43 F. Supp. 345 (W. D. Pa. 1942); Green 
v. Gravatt, 35 F. Supp. 491 (W. D. Pa. 1940); National 
Motor Bearing Co., Inc. v. Consolidated Motor Parts, 6 F. 
Supp. 811 (E. D. N. Y. 1934); Ryan v. Seaboard <£ R. R. 
Co., 89 Fed. 397 (E. D. Va. 1898); Old Charter Distillery 
Co. v. Continental Distilling Co., 59 F. Supp. 428, 530 (D. 
DeL 1945); Zenith Radio Corp. v. Dictograph Products Co., 
Inc., 66 F. Supp. 473 (D. DeL 1946). 

In the case at bar no conceivable prejudice could have 
resulted, or could now result, for appellee in following this 
procedure, as the time for answer has been continued by 
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consent in the Maryland case until the adjudication by this 
court of this case. 

Moreover, the action of the court below ousts a sister 
federal court of jurisdiction of a proceeding where the en¬ 
tire transaction giving rise to a cause of action occurred 
within the territorial confines of its jurisdiction. Clearly, 
that court under the principles adverted to above ought to 
be afforded an opportunity to pass upon the issues pre¬ 
sented particularly where to do so will not affect appellee 
prejudicially. In addition, if it develops that questions of 
state law are pertinent to the inquiry, it is obvious that the 
federal district court in Maryland is in a superior position 
to adjudicate such matters. 

3. The Court Below Erred in Issuing an Order Permanently 
Restraining Appellant From Prosecuting Its Action in 
the Federal District of Maryland Since, at Most, Its 
Order Should Have Enjoined Appellant From Prosecut¬ 
ing Its Maryland Action Only Until Completion of the 
Case Below. 

The order of the lower court reads as follows: 

“Ordered, that the plaintiff be, and it hereby is, en¬ 
joined from prosecuting and carrying forward the 
action filed by it in the United States District Court 
for the District of Maryland titled Food Fair Stores, 
Inc., a corporation v. Square Deal Market Company, 
Inc., Civil Action No. 4993, • • •»» (App. 38) 

It is clear that such an order is in both form and intent 
a permanent injunction restraining appellant in perpetuity 
from prosecuting its action in Maryland. Its purpose and 
effect is to order appellant either to file a supplemental 
complaint or to be permanently deprived of its right to the 
trade name in Maryland against appellee irrespective of 
the outcome of the District of Columbia case. 

That such action is most unusual can be no better illus¬ 
trated than by the fact that in the case most heavily relied 


upon by appellee for the granting of an injunction only a 
temporary injunction was granted (App. 29). In Crosley 
Corporation v. Hazeltine Corporation the action was stated 
to have been as follows: 

“On February 3, 1941, Hazeltine filed an answer in 
the declaratory judgment suit and on the same day 
Crosley moved for a preliminary injunction to re¬ 
strain Hazeltine from proceeding with the nine suits in 
Ohio until the District Court in Delaware had adjudi¬ 
cated the declaratory judgment suit. This injunction 
was refused and the present appeal followed.” (Em¬ 
phasis supplied). Crosley Corporation v. Hazeltine 
Corporation, 122 F. 2d 925, 927 (3rd Cir. 1941). 

This policy has been uniformly followed. Godfrey L. 
Cabot Inc. v. Binney & Smith Co., 46 F. Supp. 346, 347 
(D. N. J. 1942). Such is the clear rule in the District of 
Columbia. Speed Products Co. v. Tinnerman Products, 83 
App. D. C. 243, 244, 171 F. 2d 727, 729 (1948). 

Clearly, the court’s action, assuming power and propri¬ 
ety, should have been limited to temporary restraints until 
the completion of proceedings in the District of Columbia 
case. It may be that the court did not fully understand 
that it was issuing a permanent injunction. Such an in¬ 
ference may be drawn from the fact that it issued findings 
of fact which is neither necessary or usual in the case of 
permanent injunctions. Fed. R. Civ. P. 52. 

Nor could appellee conceivably be prejudiced by such 
action. If the Maryland suit were renewed after disposi¬ 
tion of the District case, it is clear that if it were indeed 
true that the issue as to the rights to the trade name in 
Maryland had been determined in the District, the federal 
district court in Maryland would without doubt have 
grounds for dismissal of the Maryland action should such 
grounds be properly presented to it 


16 


CONCLUSION. 

It is submitted that the court below erred in enjoining 
appellant from prosecuting its action in the federal district 
court in Maryland. Accordingly, it is urged that the order 
of the court below be reversed. 

Respectfully submitted, 

J. Edwabd Bubboughs, Jb*, 
Caey McN. Ettweb, 

1625 K Street, N. W., 
Washington, D. C. 
Attorneys for Appellant . 

Ctjmmings, Stanley, Truitt & Cboss, 

1625 K Street, N.W., 

Washington, D. C., 

Of Covnsel. 


September 13,1950. 
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19 Filed Mar 17 1948 

Complaint for Injunction and Other Relief. 

Plaintiff, a corporation and citizen of Pennsylvania, hav¬ 
ing its principal offices at 2223 East Allegheny Avenne, Phila¬ 
delphia, Pennsylvania, brings this, its complaint, against 
defendant, Square Deal Market Co., Inc., a corporation and 
citizen of Delaware, doing business in the District of Co¬ 
lumbia, with its principal offices at 1420—7th Street, N.W., 
Washington, D. C., and for its cause of action states: 

1. This suit is between citizens of different states and the 
amount in controversy exceeds $3,000, exclusive of interest 
and costs. 

2. The jurisdiction of this Court is invoked under 28 
U.S.C. §41 (1940) and D.C. Code (1940) §11-305. It is also 
invoked under D.C. Code (1940) §11-306 and §13-103. 

3. Plaintiff is engaged in the operation of retail food 
stores and in this business operates over 90 “ supermar¬ 
kets” in the states of Pennsylvania, Maryland, New Jersey, 
Delaware and New York and maintains extensive other 
facilities in these and other states for servicing its retail 

stores. 

20 4. Since its origin over twenty years ago, the busi¬ 
ness of plaintiff has steadily increased both with re¬ 
spect to the number of units operated and the annual dollar 
volume of business done until it has become one of the larg¬ 
est retail food store chains in the country. From 1935 to 
1942 the volume of sales increased from $5,699,680 to $41,- 
746,124, and in 1946 and 1947 the volume of sales for each 
year was in excess of $100,000,000. 

5. Since 1935 plaintiff has operated a large majority of 
its stores exclusively under the trade name “Food Fair”, 
and during that period has expended over $3,500,000 in ad¬ 
vertising and developing this trade name, and the good will 
attaching to this name, throughout the United States, and 
in particular the eastern part of the United States, including 
the District of Columbia. Since the inception of the use of 
the trade name “Food Fair” by plaintiff, plaintiff’s growth 
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and success have been contemporaneous with, and largely 
attributable to and identified with, the name “Food Fair”, 
which has become widely known, and which was, until the 
acts of Defendant hereinafter described, associated exclu¬ 
sively by the public and the trade with plaintiff and its 
“supermarket” stores. Plaintiff was a pioneer in the de¬ 
velopment of the modern “supermarket”, and plaintiff’s 
“Food Fair” stores are favorably known among the public 
for the high quality and variety of merchandise, displays 
for sale, commodious size, rapid and efficient service, and 
for plaintiff’s own food brands sold in its units. 

6. Included among the “Food Fair” chain operated by 
plaintiff, plaintiff has operated since 1935 a number of re¬ 
tail food “supermarkets”, a number now in excess of ten 
stores, in Baltimore, Maryland, a marketing area serving 
many of the same customers as the District of Columbia. All 
the retail food “supermarkets” operated by plaintiff in 
Baltimore, Maryland, have always been operated under the 
trade name “Food Fair.” Since 1935 plaintiff has expended 

in excess of $400,000 in newspaper advertising alone 
21 in developing its trade name and good will through¬ 
out the Baltimore and Washington marketing area 
and that trade name had become known and associated ex¬ 
clusively with plaintiff in this area as well as throughout 
the United States. 

7. In the operation of its supermarkets in the Baltimore 
area, plaintiff serves a number of customers who are resi¬ 
dents of the District of Columbia, or are employed therein, 
or are residents of or employed at intermediate points be¬ 
tween Baltimore and the District of Columbia and market 
in both cities. Further, the stock and securities of plaintiff 
are listed under the name “Food Fair” on the New York 
Stock Exchange, and a number of the stock and security 
holders of plaintiff are resident in the District of Columbia 
and nearby areas as well as a number of prospective pur¬ 
chasers and investors in the stock and securities of plaintiff. 

8. A long time after the substantial retail food business 
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of the plaintiff under the name of “Food Fair” was estab¬ 
lished and recognized by the public throughout the eastern 
part of the United States, including the District of Colum¬ 
bia, defendant opened, and has continuously since open¬ 
ing operated and advertised in newspapers of the District 
of Columbia one or more retail food stores in the District 
of Columbia under the name of “Food Fair” (such stores 
having been formerly known as “Square Deal” food 
stores), with the object of capitalizing on the reputation 
and good will which plaintiff has built up for such name 
and of including the belief by the public, the trade, suppliers 
and investors that defendant is identified with or associated 
with plaintiff, and to induce the public to deal with defen¬ 
dant in the belief that it is dealing with plaintiff. 

9. The defendant, through personal knowledge of its 
officers and through trade sources was, prior to use by it of 

plaintiff’s trade name “Food Fair” and at all times 
22 subsequent thereto, with knowledge of the prior ap¬ 
propriation of the trade name “Food Fair” by the 
plaintiff, yet, for the purpose of passing off its business as 
that of plaintiff, the defendant fraudulently and with the 
intent to deceive appropriated the trade name of the plain¬ 
tiff and has not adopted any means to bring home to any 
persons knowledge that it is not associated with plaintiff. 

10. The use by defendant of such trade name has caused 
and unless enjoined by this court will continue to cause 
instances of confusion among patrons, the public and sup¬ 
pliers, and within the trade for the reason that the area 
where defendant uses plaintiff’s trade name is contiguous to, 
and to substantial extent identical with, one of plaintiff’s 
largest areas of operation, and both at the time of appropria¬ 
tion of the name “Food Fair” by defendant and at all times 
subsequent thereto plaintiff and defendant are and have 
been in actual competition. Furthermore, the use of the 
trade name “Food Fair” by the defendant blocks the path 
of expansion of operations of plaintiff and prevents the use 
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of such name by plaintiff in its natural and planned area 
of expansion. 

11. Unless restrained and enjoined by this court said de¬ 
fendant will continue in its unlawful activities in the use 
of plaintiff’s trade name, and'by so doing will induce the 
belief by the public that plaintiff and defendant are iden¬ 
tical or in some manner associated, and thus cause plaintiff 
to suffer irreparable injury and damages to its good will, 
its profits and substantial investment. 

Wherefore, the premises considered, plaintiff demands: 

That defendant, its officers, agents, servants, employees 
and all persons acting for and in its or their behalf, be en¬ 
joined from using the name “Food Fair” or any name 
bearing so near a resemblance thereto as to deceive 
23 and falsely induce the belief that plaintiff corpora¬ 
tion is meant thereby; and that an account be taken of the 
sales and profits made and realized by the defendant through 
the wrongful use of said news, and that plaintiff have a 
judgment therefor; and that plaintiff have and recover of 
defendant its costs of suit herein incurred, and such other 
and further relief as to this court may seem just and proper. 

Cummings, Stanley, Truitt & Cross 
Max O’Rell Truitt 
Edward H. Miller 
Cary McN. Euwer 
Attorneys for Plaintiff 
1625 K Street, N. W. 
Washington, D. C. 


Q 
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24 Filed Jul 31 1948 

* 

Answer and Counterclaim. 

First Defense 

1. The Complaint fails to state a cause of action upon 
which relief can be granted. 

Second Defense 

1. The defendant admits the allegations in paragraph 1. 

2. The defendant admits the allegations in paragraph 2. 

3. The defendant is without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
contained in paragraph 3. 

4. The defendant is without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
contained in paragraph 4. 

5. As to the allegations contained in paragraph 5, the 
defendant pleads as follows: 

The defendant is without knowledge or information suf¬ 
ficient to form a belief as to the truth of the allegation that 
since 1935, the plaintiff has operated a large majority of its 
stores exclusively under the trade name “Food Fair”. 

The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegation con¬ 
cerning the amount spent by the plaintiff throughout the 
United States on advertising and developing its trade name 
and good will, and denies that the plaintiff has expended 
any sums in advertising in the District of Columbia. 

25 The defendant is without knowledge or informa¬ 
tion sufficient to form a belief as to the truth of the 

allegation that the plaintiff’s growth and success have been 
contemporaneous with and largely attributable to and iden¬ 
tified with the name “Food Fair”. 

The defendant denies all other allegations of this para¬ 
graph. 

6. As to the allegations in paragraph 6, the defendant 
pleads as follows: 
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The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegations re¬ 
specting the number of stores operated by the plaintiff in 
Baltimore, Maryland, or the date when said stores were 
opened, or the names under which said stores have been or 
are being operated. 

The defendant denies that Baltimore, Maryland is a mar¬ 
keting area serving many of the same retail food customers 
as the District of Columbia. 

The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegation re¬ 
specting the money spent by the plaintiff in newspaper ad¬ 
vertising throughout the alleged 44 Baltimore and Washing¬ 
ton marketing area.” 

The defendant denies that the trade name “Food Fair” 
has become known and associated exclusively in the “Balti¬ 
more and Washington marketing area” or throughout the 
United States, with the plaintiff. 

All other allegations contained in paragraph 6 are denied. 

7. As to the allegations in paragraph 7, the defendant 
pleads as follows: 

The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegation that 
the plaintiff in its operation of its supermarkets in the Balti¬ 
more area, serves a number of customers who are residents 
of the District of Columbia, or are employed therein or are 

* residents of or employed at intermediate points be- 
26 tween Baltimore and the District of Columbia and 
market in both cities. 

The defendant admits that the stock of the plaintiff is 
listed under the name “Food Fair” on the New York Stock 
Exchange, but states that said listing was not made until 
very recently. Defendant is without knowledge or informa¬ 
tion sufficient to form a belief as to the truth of the allega¬ 
tion regarding the securities being listed therein. 

The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegation that 
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a number of the plaintiff’s stock and security holders are 
residents of the District of Columbia and nearby areas. 

The defendant is without knowledge or information suffi¬ 
cient to form a belief as to the truth of the allegation re¬ 
garding prospective purchasers and investors in the stock 
and security of the plaintiff. 

All other allegations in said paragraph are expressly 
denied. 

8. The defendant admits the allegation in paragraph 8 
that since defendant’s opening it has continuously operated 
and advertised in newspapers of the District of Columbia 
one or more retail food stores in the District of Columbia 
under the name “Food Fair”, but denies all other allega¬ 
tions contained in paragraph 8. 

9. The defendant denies all the allegations contained in 
paragraph 9. 

10. As to the allegations in paragraph 10, the defendant 
pleads as follows: 

The defendant denies that there has been any instance of 
confusion among patrons, the public and suppliers and with 
in the trade, but if there has been any confusion it has been 
caused by the improper and unlawful actions of the plain¬ 
tiff as more specifically stated in the counterclaim filed 
herein. 

The defendant denies that the area where it used 
27 the name “Food Fair” is contiguous to or to a sub¬ 
stantial extent identical with, one of plaintiff’s larg¬ 
est areas of operation. 

The defendant denies that at the time it started to use 
the name “Food Fair” or at any time subsequent thereto 
the plaintiff’s stores are or have been in actual competition 
with the defendant but states that if they are in actual com¬ 
petition at the present time, it is due to improper and unlaw¬ 
ful activities by the plaintiff, as more specifically stated in 
the counterclaim filed herein. 

The defendant denies that its use of the name “Food 
Fair” blocks the expansion of operation of plaintiff or pre- 
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vents the nse of snch name by plaintiff in its natural and 
planned area of expansion; the defendant states that the 
Washington marketing area is neither the planned nor nat¬ 
ural area of expansion for the plaintiff. 

11. The defendant denies that its activities in the use 
of the name “Food Fair” are unlawful and states that if 
the public have been, or are induced or will be induced to 
believe that plaintiff and defendant are identical or in some 
manner associated such belief has been, is being, and will 
be brought about and caused by the improper and unlawful 
activities of the plaintiff as more specifically set forth in 
the counterclaim filed herein. 

12. All allegations of the Complaint not herein admitted 
or expressly denied are hereby denied. 

Third Defense 

The plaintiff, knowing of the long and continued use by 
the defendant of the name “Food Fair”, and the fact that 
substantial sums of money have been expended by defen¬ 
dant in developing and building its trade name and in ex¬ 
panding its business, has delayed bringing this action for 
a long period of time and has thereby been guilty of such 
laches as should in equity bar the plaintiff from maintain¬ 
ing relief in this action. 

28 Fourth Defense 

The name “Food Fair” is merely a descriptive term, and 
has not acquired a meaning, in the Washington marketing 
area, or any other areas adjacent thereto, associating it 
exclusively with the plaintiff, or its stores. 

Fifth Defense 

The plaintiff has for a long time acquiesced in the use of 
the name “Food Fair” by the defendant and is therefore 
estopped from maintaining this action. 

Sixth Defense 

The defendant has, at all times, used the name “Food 
Fair” in good faith and without any intention to deceive or 
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falsely induce the belief that plaintiff corporation is meant 
thereby. 

Seventh Defense 

The defendant nsed the name “Food Fair” in connection 
with its retail food stores in the District of Columbia long 
before the plaintiff first started to use the said name and 
long before any date that the plaintiff alleges that the name 
to be known and exclusively associated with the plaintiff, 
and the defendant’s use there has been continuous. 

Counterclaim. 

1. The defendant is the owner and operator of a chain 
of retail grocery stores in the District of Columbia. 

2. Since its origin the business of the defendant has stead¬ 
ily increased both with respect to the number of units oper¬ 
ated and the annual dollar volume of business done. 

3. Prior to 1935 the defendant started to use the name 
“Food Fair” in connection with its retail grocery stores 
and has continuously used said name up to and including the 
present time. During that period it has spent considerable 
sums in advertising and developing this trade name, and the 
good will attaching to this name, in the District of Columbia 
and the areas in Maryland adjacent to the District and for 

several years that name has become known and asso- 
29 dated exclusively with the Defendant in the Dis¬ 
trict of Columbia and surrounding areas, including 
Montgomery and Prince George’s Counties in the State of 
Maryland, by reason of which defendant has acquired an 
exclusive right in the use of the name “Food Fair” in con¬ 
nection with retail food sales in said marketing area. 

4. Long after the defendant commenced using the name 
“Food Fair” in connection with its retail grocery business, 
and had acquired the exclusive right to the use of said name, 
as more fully set forth above, the plaintiff, disregarding the 
rights of the defendant, caused a grocery store to be opened 
under the name “Food Lane” in Kaywood Gardens, located 
in Mount Eainier, Prince George’s County, Maryland, which 
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is immediately adjacent to the District of Columbia and is a 
part of the Washington retail grocery marketing area. 

5. Said store, with the knowledge of the plaintiff and 
with its consent and/or under its direction, has continu¬ 
ously and repeatedly displayed and now displays in promi¬ 
nent positions, and has sold, and now sells, to the public, 
many varieties of merchandise ordinarily sold in grocery 
stores, having wrappers, cartons or labels bearing the words 
“Food Fair Brand”, “Distributed by Food Fair Stores, 
Inc.”, “Food Fair Grade A Large White Eggs” or other 
symbols or words of a similar character. Said merchandise 
and/or wrappers, labels, cartons and containers are manu¬ 
factured, processed or printed by or on behalf of the plain¬ 
tiff and under its direction, and sold by it with the legends 
as aforesaid either directly or through its “Food Lane” 
store. 

6. The trade name “Food Fair” has come to be known 
and associated exclusively with the defendant in the area 
in which the said “Food Lane” store is located and the acts 
of the Plaintiff in displaying and selling the merchandise in 
the manner herein described and with the name “Food 
Fair” affixed, have been and are being done by the plaintiff 
with the object of capitalizing on the reputation and good 

will which the defendant has built up for the name 
30 “Food Fair” and of inducing the belief by the pub¬ 
lic that plaintiff is identified with or associated with 
the “Food Fair” stores in the District of Columbia owned 
and operated by the defendant, with the intention of induc¬ 
ing the public to deal with the plaintiff in the belief that it 
is dealing with the defendant. 

7. The plaintiff, through personal knowledge of its offi¬ 
cers, was, prior to the opening of the said store under the 
name “Food Lane” and display of merchandise bearing the 
words “Food Fair”, with knowledge of the prior use of the 
name “Food Fair” by the defendant, yet for the purpose 
of passing off said merchandise as that of the defendant, the 
plaintiff fraudulently and with the intent to deceive, used 
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the trade name of the defendant and has not adopted any 
means to bring home to any persons knowledge that it is 
not associated with the defendant. 

8. All of the foregoing acts, within the area where de¬ 
fendant is engaged in business, have caused confusion to the 
public and have created a public impression that defendant 
is the owner and operator of said store or in some way con¬ 
nected with the store and the merchandise, thereby causing 
the defendants trade and business to be diverted unlawfully 
and its reputation and good will impaired. 

9. In addition, the bill of complaint filed herein alleges 
that the area within which the defendant is now and has 
been, for many years, operating retail food stores is within 
the natural and planned area of plaintiff’s expansion, show¬ 
ing a present and threatened intention to open and operate 
stores within the District of Columbia under the name 
“Food Fair”. 

10. Unless restrained and enjoined by this Court said 
plaintiff will continue in its present unlawful activities and 
will embark upon its threatened unlawful activities, and 
by so doing will induce the belief by the public that plaintiff 
and defendant are identical or in some manner associated, 
and thus cause defendant to suffer irreparable injury and 

damages to its good will, its profits and substantial 
31 investment. 

Wherefore, the premises considered, the defen¬ 
dant prays that the complaint of the plaintiff be dismissed 
with costs against the plaintiff, and that defendant be grant¬ 
ed relief under its counterclaim in the following particulars: 

1. That the plaintiff, its officers, agents, servants, em¬ 
ployees, and all other persons, acting in concert with or for 
and on behalf of or under the direction of the plaintiff be 
permanently enjoined from using within the District of 
Columbia, Prince George’s County, Maryland, and Mont¬ 
gomery County, Maryland, the named “Food Fair” as a 
part of, or in connection with its trade name, or any name so 
similar thereto as to deceive the public, in connection with 



or the carrying on of any retail grocery business or market 
by the plaintiff in said area. 

2. That plaintiff, its officers, agents, servants, employees, 
and all other persons, acting in concert with or for and on 
behalf of or under the direction of plaintiff be permanently 
enjoined from using or employing the words “Food Fair” 
in connection with the sale or the offering for sale, of any 
merchandise to any grocery store or market in the District 
of Columbia, Prince George’s County, Maryland and Mont¬ 
gomery County, Maryland, and the use of any legend or 
symbol or writing containing the words “Food Fair” in 
connection with any merchandise sold or offered for sale. 

3. That the plaintiff, its officers, agents, servants, em¬ 
ployees, and all other persons acting in concert with or for 
and on behalf of or under the direction of the plaintiff, 
be permanently enjoined from selling or offering to sell 
to the public any merchandise bearing any legend, symbol, 
description, or other written material containing the words 
“Food Fair” within the District of Columbia, Prince 

George’s County, Maryland, or Montgomery County, 
32 Maryland. 

4. That the plaintiff, its officers, agents, servants, 
employees, and all other persons, acting in concert with or 
for and on behalf of or under the direction of plaintiff be 
permanently enjoined from using or causing to be used in 
any manner whatsoever by the use of words, actions, con¬ 
duct, or by means of any newspaper advertisement, hand¬ 
bill, poster, sign, letter, radio announcement or by any other 
medium whether written or oral, the words “Food Fair”, 
alone or in combination with other words, or any name bear¬ 
ing a resemblance thereto, in connection with any retail 
grocery store or any goods, merchandise or wares sold, of¬ 
fered for sale or displayed in any store in the District of 
Columbia or Prince George’s County or Montgomery Coun¬ 
ty in the State of Maryland. 

5. And for such other and further relief as to this Court 
may seem meet and proper. 
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6. That the defendant have and recover of the plaintiff 
its costs of snit herein incurred. 

Buckley & Danzansky 
1406 G-. Street, N. W., 
Washington, D. C. 

Attorneys for Defendant 

By Joseph B. Danzansky 
Bebnabd Mabgolius 
Milton Quint 


33 Filed Jun 6 1950 

Motion to Enjoin Plaintiff from Prosecuting Action 
in Federal District of Maryland. 

Comes now the defendant, Square Deal Market Company, 
Inc., by its attorneys Joseph B. Danzansky and Bernard 
Margolius, and moves the Court to restrain and enjoin the 
plaintiff, Food Fair Stores, Inc., from prosecuting a com¬ 
plaint filed in the United States District Court for the Dis¬ 
trict of Maryland, titled “Food Fair Stores, Inc., a corpora¬ 
tion v. Square Deal Market Company, Inc.” being Civil 
Action No. 4993 of said court, for the following reasons: 

1. On March 17,1948 the plaintiff. Food Fair Stores, Inc., 
filed the present action in this Court, which action was titled 
“Complaint for Injunction and Other Relief.” The defen¬ 
dant, Square Deal Market Company, Inc., made answer to 
the complaint and filed a counterclaim to enjoin the plaintiff, 
Food Fair Stores, Inc., from using “within the District of 
Columbia, Prince George’s County, Maryland and Mont¬ 
gomery County, Maryland” the name “Food Fair” as a 
part of, or in connection with its tradename and in con¬ 
nection with the sale or the offering for sale of any mer¬ 
chandise to any grocery store, market or to the pub- 

34 lie in the above described area bearing the name 
“Food Fair” and further enjoining the plaintiff 

from using or causing to be used in any maimer whatso- 
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ever the words “Food Fair” in connection with any retail 
grocery store or any goods, merchandise or wares sold or 
offered for sale in any store in the District of Columbia, 
Prince George’s and Montgomery Counties, Maryland. 

2. Said action was calendared for trial in this Court pur¬ 
suant to Buie 11(b) and has been on such calendar since 
September 1, 1948. 

3. Interrogatories have been served upon the plaintiff by 
the defendant and duly answered. Depositions have been 
taken by the plaintiff of the defendant’s principal officers 
and the case has been partially pre-tried, although pre-trial 
has been continued from time to time for several months. 

4. On May 24,1950, more than two years after the juris¬ 
diction of this Court had been invoked by the plaintiff, the 
same plaintiff filed the complaint above described in the 
District Court for the District of Maryland against the same 
defendant herein named and seeking injunctive relief of the 
same nature as that sought in the complaint herein. A copy 
of the said complaint filed in Maryland is attached hereto as 
Exhibit “A” and made a part hereof by reference. 

5. The issues, the parties, the subject matter and the 
relief sought in the suit filed in the Federal Court in Mary¬ 
land are identical with those involved in the suit pending 
in the District of Columbia for more than two years. The 
relief sought by the plaintiff in Maryland is the same, or 
in any event can be obtained in the present action here. The 

issues raised by the defendant’s counterclaim which 
35 is properly before the Court are squarely identical 
with those involved in the Maryland case. The de¬ 
termination of these issues by this Court will be final and 
conclusive and determinative of the issues involved in the 
Maryland litigation. 

6. The effect of the filing of the complaint in the Federal 
District of Maryland, and the purpose thereof, is to divest 
this Court of jurisdiction which it acquired at the instance 
of the plaintiff, and which has continued since March of 
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1948. The filing of the second complaint is vexations and 
bnrdensome, and will require a party properly before this 
Court to defend the same action, at great expense and in¬ 
convenience in another jurisdiction without proper pur¬ 
pose. 

7. It is well settled that if the subject matter of two 
suits is identical, a Federal court first acquiring jurisdic¬ 
tion of such subject matter may enjoin a second suit in 
another court in which it is sought to defeat the first court’s 
jurisdiction. 

Wherefore, the premises considered, defendant, Square 
Deal Market Company, Inc., prays that this Court enter an 
order enjoining the plaintiff from prosecuting the complaint 
filed by it in the United States District Court for the District 
of Maryland, and that the plaintiff be required to dismiss 
said complaint; and for such other and further relief as to 
the Court may seem just and proper. 

Joseph B. Danzansky 
Bernard Masgolius 
1406 G Street, N. W. 

Attorneys for Defendant 

• ••••••••• 

36 Filed Jun 6 1950 


37 Filed Jun 6, 1950 

Exhibit A. 

Complaint for Injunction and Other Relief. 

Plaintiff, a corporation and citizen of Pennsylvania, hav¬ 
ing its principal offices at 2223 East Allegheny Avenue, 
Philadelphia, Pennsylvania, brings this, its complaint, 
against defendant, Square Deal Market Company, Inc., a 
corporation and citizen of Delaware, a foreign corporation 
qualified to do business in Maryland, having designated a 
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resident statutory agent pursuant to law, and for its cause 
of action states: 

1. This suit is between citizens of different states and the 
amount in controversy exceeds $3,000.00, exclusive of in¬ 
terest and costs. 

2. The jurisdiction of this Court is invoked under 28 
U.S.C. §41 (1940). 

3. Plaintiff is engaged in the operation of retail food 

stores and in this business operates over one hundred 
38 (100) “supermarkets” in the states of Pennsylvania, 

Maryland, New Jersey, Delaware, New York and 
Florida, and maintains extensive other facilities in these 
and other states for servicing its retail stores. 

4. Since its origin over twenty years ago, the business 
of plaintiff has steadily increased both with respect to the 
number of units operated and the annual dollar volume of 
business done until it has become one of the largest retail 
food store chains in the country. From 1935 to 1942 the 
volume of sales increased from $5,699,680 to $41,746,124, 
and in each of the years 1946, 1947, 1948 and 1949 the vol¬ 
ume of sales for each year was in excess of $100,000,000. 

5. Since 1935 plaintiff has operated a large majority of its 
stores exclusively under the trade name “Food Fair”, and 
during that period has expended over $3,500,000.00 in ad¬ 
vertising and developing this trade name, and the good 
will attaching to this name, throughout the United States, 
$nd in particular the eastern part of the United States, in¬ 
cluding Montgomery County and Prince George’s County, 
Maryland. Since the inception of the use of the trade name 
“Food Fair” by plaintiff, plaintiff’s growth and success 
have been contemporaneous with, and largely attributable 
to and identified with, the name “Food Fair”, which has 
become widely known, and which was, until the acts of de¬ 
fendant hereinafter described, associated exclusively by the 
public and the trade with plaintiff and its “supermarket” 
stores. Plaintiff was a pioneer in the development of the 
modern “supermarket”, and plaintiff’s “Food Fair” stores 


m 



18 


are favorably known among the public for the high quality 
and variety of merchandise, displays for sale, com- 

39 modious size, rapid and efficient service, and for 
plaintiff’s own food brands sold in its units. 

6. Included among the “Food Fair” chain operated by 
plaintiff, plaintiff has operated since 1935 a number of 
retail food “supermarkets”, a number now in excess of 
ten stores, in Baltimore, Maryland, a marketing area serv¬ 
ing many customers in, and the same marketing area as, 
Prince George’s and Montgomery Counties, Maryland. All 
the retail food “supermarkets” operated by plaintiff in 
Baltimore, Maryland, have always been operated under the 
trade name 4 4 Food Fair ’ ’. Since 1935 plaintiff has expended 
in excess of $400,000.00 in newspaper advertising alone in 
developing its trade name and good will throughout the 
Baltimore and Maryland marketing area, including Prince 
George’s and Montgomery Counties, Maryland, and that 
trade name had become known and associated exclusively 
with plaintiff in this area as well as throughout the United 
States. 

7. In the operation of its 44 supermarkets” in the Balti¬ 
more area, plaintiff serves a number of customers who are 
residents of Montgomery and Prince George’s Counties, 
Maryland, or are employed therein, or are residents of or 
employed at intermediate points between Baltimore and 
Prince George’s and Montgomery Counties, Maryland. 
Further, the stock and securities of plaintiff are listed under 
the name “Food Fair” on the New York Stock Exchange, 
and a number of the stock and security holders of plaintiff 
are resident in Maryland, including Montgomery and Prince 
George’s Counties, as well as a number of prospective pur¬ 
chasers and investors in the stock and securities of 

40 plaintiff. 

8. In addition to those stores operated under the 
name “Food Fair” in the Baltimore area, plaintiff has 
operated a store at 2303 Varaum Street, Mt. Banier, Mary¬ 
land, since January 15,1947, under the name 44 Food Lane”. 
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Plaintiff plans to open a store in College Park, Maryland, in 
the near future. In these stores plaintiff sells and will sell 
butter, eggs, box matches and book matches in cartons 
stamped with the registered trade-mark “Food Fair”. 

9. A long time after the substantial retail food business 
of the plaintiff under the name “Food Fair” was estab¬ 
lished and recognized by the public throughout the eastern 
part of the United States, including Montgomery and Prince 
George’s Counties, Maryland, defendant has recently ad¬ 
vertised by billboards in Prince George’s County, Maryland, 
(a photograph of which is annexed hereto as Exhibit 1 to 
this Complaint) and has announced through releases to 
newspapers (a copy of which is annexed hereto as Exhibit 
2 to this Complaint) that at least two grocery stores bear¬ 
ing the name “Food Fair” will be erected and operated by 
defendant in Maryland, one to be located at Wheaton, Mont¬ 
gomery County, and another at Langley Park, Prince 
George’s County. Plaintiff is now advised that the said 
store at Wheaton, Montgomery County, Maryland, has 
been erected and defendant has announced that said store 
(a photograph of which is annexed hereto as Exhibit 3 to 
this Complaint) will open to the public on Wednesday, May 
24, 1950. Said store upon opening will serve and continue 
to serve a number of the same customers as plaintiff and 
will be and will continue to be in actual competition with 
stores of plaintiff. Defendants have appropriated the name 

“Food Fair”, and further intend to appropriate such 
41 name, with the object of capitalizing on the reputa- 

tation and good will which plaintiff has built up for 
such name and of inducing the belief by the public, the 
trade, suppliers and investors that defendant is identified 
with or associated with plaintiff, and to induce the public 
to deal with defendant in the belief that it is dealing with 
plaintiff. 

10. The defendant, through personal knowledge of its offi¬ 
cers and through trade sources was, prior to use by it of 
plaintiff’s trade name “Food Fair”, and at all times subse- 
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quent thereto, with knowledge of the prior appropriation 
of the trade name “Food Fair” by the plaintiff, yet, for the 
purpose of passing off its business as that of plaintiff, the 
defendant fraudulently and with the intent to deceive appro¬ 
priated the trade name of the plaintiff and has not adopted 
any means to bring home to any persons knowledge that it is 
not associated with plaintiff. 

11. The use by defendant of such trade name has caused 
and unless enjoined by this court will continue to cause in¬ 
stances of confusion among patrons, the public and sup¬ 
pliers, and within the trade for the reason that the area 
where defendant uses plaintiff’s trade name is to a substan¬ 
tial extent identical with one of plaintiff’s areas of opera¬ 
tion at the time of appropriation of the name “Food Fair” 
by defendant. Furthermore, the use of the trade name 
“Food Fair” by the defendant blocks the path of expan¬ 
sion of operations of plaintiff and prevents the use of such 
name by plaintiff in its natural and planned area of ex¬ 
pansion. 

42 12. Unless restrained and enjoined by this court 

said defendant will continue in its unlawful activities 
in the use of plaintiff’s trade name, and by so doing will 
induce the belief by the public that plaintiff and defendant 
are identical or in some manner associated, and thus cause 
plaintiff to suffer irreparable injury and damages to its 
good will, its profits and substantial investment. 

Wherefore, the premises considered, plaintiff demands: 

That defendant, its officers, agents, servants, employees 
and all persons acting for and in its or their behalf, be 
enjoined from using the name “Food Fair” or any name 
bearing so near a resemblance thereto as to deceive and 
falsely induce the belief that plaintiff corporation is meant 
thereby; that defendant account for and pay over to plain¬ 
tiff all the profits realized by defendant upon sales of mer¬ 
chandise under the name “Food Fair” in appropriation 
and imitation of plaintiff’s trade name; and that plaintiff 
have and recover of defendant its cost of suit herein in- 
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curred, and such other and further relief as to this Court 
may seem just and proper. 

Hebshey, Donaldson, Williams & Stanley 

By John S. Stanley 

1604-5 First National Bank Bldg. 
Baltimore, Maryland 

Cummings, Stanley, Truitt & Cross 

By J. Edward Burroughs, Jr. 

Cary McN. Euwer 
1625 K Street, N. W. 
Washington, D. C. 

Attorneys for Plaintiff 
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State of Pennsylvania ) 

County of Philadelphia ( SS * 

Myer B. Marcus, being first duly sworn, says that he is 
the vice-president of Food Fair Stores, Inc., the plaintiff 
in the foregoing Complaint; that he is duly authorized to 
make oath to the same; that he has read the foregoing Com¬ 
plaint and knows the contents thereof; that the allegations 
therein contained are true of his own knowledge except the 
matters stated to be on information and belief and as to 
those matters he believes them to be true. 

The reason why this verification is not made by the plain¬ 
tiff personally is that the plaintiff is a foreign corporation. 
The sources of deponent’s knowledge and the grounds of 
his belief as to all the matters therein not stated to be on 
knowledge are statements and reports received from officers 


and agents of Food Fair Stores, Inc. having in charge the 
matters referred to in said Complaint. 

Myeb B. Marcus 
Vice-President 


Subscribed and sworn to before me this 23 day of May, 
1950. 


Julius Lubneb 
Notary Public 


My Commission Expires January 27,1951. 


50 . Filed Jnn 23 1950 

Motion for Reconsideration of this Court's Action in 
Granting the Motion of Defendant to Enjoin 
from Prosecuting Action in the Federal District 
Court of Maryland. 

Comes now the plaintiff, Food Fair Stores, Inc., by its 
attorneys, J. Edward Burroughs, Jr. and Cary McN. Euwer, 
and moves the Court to reconsider its action in granting the 
Motion of defendant to enjoin prosecution by plaintiff of its 
action against defendant in the United States District Court 
for the District of Maryland for the following reasons: 

1. This Court has granted the Motion to enjoin prosecu¬ 
tion of the action pending by plaintiff against defendant 
in the United States District Court for the District of Mary¬ 
land and granted plaintiff leave to file an amended or sup¬ 
plemental bilL Plaintiff did not ask for such leave for rea¬ 
sons stated orally to the Court and which are further stated 
herein. This gratiutous action by the Court obviously recog¬ 
nizes that the matters alleged in the Complaint filed in the 
Maryland District Court constitute a separate cause of 
action. Under principles and authorities heretofore pre¬ 
sented to this Court it is clearly a matter of plaintiffs 

51 choice to determine whether to file a supplemental 
pleading in this case or to institute proceedings in 
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another jurisdiction. Since this Court by its action has 
recognized plaintiff’s right to relief against the activities of 
the defendant outside of the District of Columbia, it ought 
not to deprive plaintiff of its right to choose the forum in 
which it, as a matter of its own option, determines to insti¬ 
tute proceedings. 

2. This Court, in granting this Motion, has failed to rec¬ 
ognize and follow the rule that the prior appropriation of a 
trade name within a state has an exclusive right to that 
name within such a state. This rule was established by the 
Supreme Court of the United States in 1915, and, of course, 
until this Court’s ruling on the Motion, has been uniformly 
followed by all federal courts since that date. The clear 
implication of this rule is that the prior appropriator in the 
State of Maryland has an exclusive right to the use of that 
name in the State of Maryland and that, therefore, the activ¬ 
ities against which relief is sought in Maryland constitute a 
separate cause of action which properly can be determined 
only by the appropriate courts of that jurisdiction. 

3. If principles of comity recognized in all federal courts 
are to obtain in this Court, it is obvious that the appropriate 
relief for defendant is to apply for a stay in the United 
States District Court of Maryland. The action of this Court 
in enjoining plaintiff from proceeding in that jurisdiction 
ousts the Maryland District Court of its right to considera¬ 
tion of a matter which it is in an obviously superior 

52 position to adjudicate in accordance with the laws of 
that jurisdiction. 

Cummings, Stanley, Truitt & Cross 

By J. Edward Burroughs, Jr. 

Cary McN. Euwer 
1625 K Street, N. W. 
Washington, D. C. 

Attorneys for Plaintiff 
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1 Filed Jul 17 1950 

Transcript of Proceedings. 

Washington, D. C., 

Wednesday, June 21,1950. 

The above-entitled matter came on for hearing before 
Hon. Edward M. Curran, District Judge, in Motions Divi¬ 
sion No. 1, at 10 .*00 a. m. 

Appearances: 

On behalf of the plaintiff: 

Mr. J. Edward Burroughs, Jr.; 

Mr. Cary McN. Euwer. 

On behalf of the defendant: 

Mr. Bernard Margolius; 

Mr. Joseph B. Danzansky. 

2 PROCEEDINGS 

The Deputy Clerk: No. 8, Food Fair Stores v. 
Square Deal Market Company. 

The Court: How long is this going to take! 

Mr. Margolius: It shouldn’t take too long. 

The Court: I did not ask you that. I asked you how long it 
would take. 

Mr. Margolius: Fifteen or twenty minutes. 

The Court: Suppose you tell me the point of this. 

Mr. Margolius: This is a motion to enjoin the plaintiff 
from prosecuting an equity suit in the Federal District 
Court in Maryland, filed a few weeks ago. 

The Court: What is that suit fort 

Mr. Margolius: That suit is to enjoin the defendant, the 
Square Deal Market Company, which is the defendant in the 
present litigation here, from operating a store and a con¬ 
templated store in Prince Georges and Montgomery Coun¬ 
ties, Maryland. One is in Montgomery County and one in 
Prince Georges County. 
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The Court: To restrain them from operating a store? 

Mr. Margolius: Under the name Food Fair, yes. 

Some two years ago the plaintiff, the Food Fair Stores, 
Incorporated, which is a corporation having its principal 
office in Pennsylvania, filed a suit in this court, which is the 
pending litigation, to enjoin the defendant, Square 

3 Deal Market Company, which is a corporation oper¬ 
ating a chain of stores in the District of Columbia and 

Virginia under the name of Food Fair, from using that 
name, claiming various things. 

First, the Food Fair Stores, Incorporated, claims it is the 
prior user of that name. We deny that. 

Secondly, it contends that, although it has no stores in 
the District of Columbia—plaintiff has no stores in the Dis¬ 
trict of Columbia—has none anywhere nearer or closer than 
the city of Baltimore—it has the right to the use of that 
name in the District of Columbia and in the State of Mary¬ 
land ; and I say in the State of Maryland because it contends 
in its complaint or alleges that it has stores in Baltimore 
and has the right to use the name in the District of Colum¬ 
bia, and therefore it must have the right to use the name in 
the continguous states. 

The Court: Why should I stop the suit in Maryland? 

Mr. Margolius: Because the issues are identically as in 
this court, and the suit has been pending for two years. 

The Court: Is that right? 

Mr. Burroughs: No. 

Mr. Margolius: They contend it is not the same. Otherwise 
we would not be here on the motion, if the Court please. This 
is a suit to enjoin the use of a name. 

The Court: Is the suit in Maryland to restrain the use 
of the name Food Fair? 

4 Mr. Margolius: Yes. 

The Court: Is the suit in the District to restrain 
the use of the name Food Fair? 

Mr. Margolius: Yes, sir. 
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Mr. Burroughs: The suit in Maryland, if Your Honor 
please, is to restrain the name Food Fair in the State of 
Maryland. 

The Court: And the suit here in the District of Columbia 
is what? 

Mr. Burroughs: To restrain it in the District of Columbia. 

Mr. Margolius: No, that is not exactly correct, Mr. Bur¬ 
roughs, because we have a counter claim in this District 
of Columbia case seeking to enjoin the plaintiff from using 
the name Food Fair in Montgomery County and Prince 
Georges County, which is the exact place that they are seek¬ 
ing to enjoin us from using it. In other words, that is the 
issue before the court. 

The Court: Well, there is a suit in Maryland? 

Mr. Margolius: Yes, sir. 

The Court: By Food Fair? 

Mr. Margolius: That is right 

The Court: To restrain the Square Deal Market Company 
from operating the store in Maryland under the name Food 
Fair? 

5 Mr. Margolius: Yes, sir. 

The Court: There is also a suit in the District of 
Columbia by Food Fair to restrain the Square Deal Market 
from using the words “Food Fair” in the District of Colum¬ 
bia? 

Mr. Margolius: That is right. 

The Court: And the defendant Square Deal Market has 
filed a counter claim? 

Mr. Margolius: Which has been pending two years. 

The Court: In the District of Columbia, against Food 
Fair, to restrain Food Fair from using the name in Mary¬ 
land? 

Mr. Margolius: In Maryland, that is right, and that is the 
issue that is before this Court and has been for a long, 
long time. It was pretried last week, and if Your Honor 
will read the pretrial statement, those are the issues. 

Now, it is well settled in the Federal Courts— 
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The Conrt: But he has not asked for that relief in the 
District. 

Mr. Margolins: If the Court please, if you will permit 
me to explain the theory of their case, it must be the same 
issue. This can be divided in fifty— 

The Court: Suppose I grant your motion to restrain it 
from proceeding in Maryland and you go to trial in the 
District. 

Mr. Margolins: That is right. 

The Court: The only relief they are asking for in 

6 this suit is to restrain you from using “Food Fair” 
in the District, and you are asking to restrain them 

from using “Food Fair” in the District. What relief do 
they get in Maryland in restraining you from using “Food 
Fair” in the District? 

Mr. Margolins: We are not talking about the relief. This 
Court has full power and jurisdiction to grant the relief 
that they request. In other words, you can’t take a litigation 
and break it up into a multiplicity of cases and require the 
party to defend actions in every Federal District in the 
United States. The Supreme Court of the United States 
has said that. The Circuit Courts of Appeals have said that. 

A court which once acquires jurisdiction over the sub¬ 
ject matter—and that is the test—of the litigation is en¬ 
titled to keep that jurisdiction; and this court, under the 
United States Code, must, and certainly should, use its own 
equity powers to maintain its own jurisdiction. 

The subject matter of these two cases is identical, and 
that is, Who has the right to the use of the name Food 
Fair in the District of Columbia and Montgomery and 
Prince Georges Counties, Maryland? 

Mr. Burroughs: If Your Honor please, you had the an¬ 
swer to this question a moment ago when you said, What 
relief could the plaintiff get against the defendant in this 
court to enjoin them from using the name Food Fair in 
Montgomery and Prince Georges Counties in Mary- 

7 land? We could get none as the situation now stands. 
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This store was not opened in Wheaton, Montgomery 
Connty, Maryland, until the 24th of this month. That is 
the date we filed the suit in Maryland. They have not 
opened the other store yet. They are only threatening to. 
They have a sign on it. 

Now, we would not introduce any evidence with respect to 
the store in Montgomery County or the threatened store in 
Prince Georges County. We would have to file a supple¬ 
mental bill in order to do that, and we do not have to do 
that. We have the election as to whether we should go into 
Maryland, where the Maryland Court has the right to pro¬ 
tect its own jurisdiction, or whether we shall file a supple¬ 
mental bill here; but the issues are not the same in any 
sense of the word. 

True enough, they ask that we be enjoined from using the 
name Food Fair on certain of our cartons and labels, and 
so on, in those counties; but that does not give the plain¬ 
tiff any relief under the present state of the pleadings; and 
before we can get any relief, or before we could offer any 
evidence as to what they have done in the State of Maryland, 
we would be required to file, as I said, a supplemental bill 
in this case. We cannot amend the pleadings, because it is 
really a new cause of action. For that reason I say that 
the motion for an injunction should be denied. 

8 There are other points which I could stress for 

Your Honor, if you would care to hear me on it; but 
I think that first point is the real crux of the situation. 

Mr. Margolius: If the Court please, may I answer that 
briefly? This is an important matter. It means dividing the 
cause of action and defending it in two Federal Districts. 

Now, we did not bring this suit in this District; they 
brought it. We have been using the name Food Fair in the 
District of Columbia since the early part of 1935. They 
admit they have used it only since the latter part of 1935. 
They claim, because they happen to be on the Stock Ex¬ 
change, that they have a right to wipe out the prior use, that 
we contend is prior—they do not admit that—of this local 
fthain here, which operates ten or twelve stores. 
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They ask in their complaint for injunctive and other re¬ 
lief, and the theory of their case, Your Honor, is not that 
they have any stores here. They admit they do not have any 
stores in the District of Columbia, but they say they have 
a right to come into this court and ask this court to give 
them relief, because being in Baltimore— 

The Court: But you have stores here, don’t you? 

Mr. Margolius: Well, yes, sir. 

The Court: Using the words “Food Fair”? 

Mr. Margolius: Yes, sir. Otherwise there would not be 
any subject matter of litigation. 

9 The Court: Well, they want to restrain the use of 
that name, don’t they? 

Mr. Margolius: I am not trying that case. All I am trying 
to do is not to divide this litigation into two cases. 

The Court: Well, I know, but that is the case here before 
me, isn’t it—to restrain you people from using the name 
“Food Fair” here? 

Mr. Margolius: No; and for such other relief as to the 
Court may seem proper. 

The Court: What is the other relief? 

Mr. Margolius: An injunction to keep them from using 
the name in Montgomery and Prince Georges Counties, 
which this Court has the right to do. 

The Court: Is that what it says? 

Mr. Margolius: No. It says, “and for such other relief 
as the Court may deem appropriate.” Certainly that is part 
of the metropolitan area. 

The Court: “Metropolitan area” does not include the 
confines outside the District of Columbia. I have no juris¬ 
diction in Prince Georges County simply because a lot of 
people consider it as part of the metropolitan area. 

Mr. Margolius: The case of Crosley v. Hazeltin Cor¬ 
poration, which goes into this entire subject matter, ap¬ 
proved by our court in the case— 

Mr. Burroughs: What is that citation? 
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10 Mr. Margolius: 122 Fed. (2d), page 925, and ap¬ 
proved by our Court of Appeals in a case in 80 D. C. 

Appeals. 

But I would like to state to Your Honor this: In that case, 
in one District, the plaintiff filed a suit for declaratory 
judgment, which certainly is not affirmative in nature, and 
then they filed suits in nine other Federal District Courts 
for damages for infringement, based on the very same 
subject matter, namely, whether or not they were the own¬ 
ers of that patent. 

Now, in one jurisdiction it was for declaratory judgment 
only, in the other for infringement, and the court held that 
you can’t divide up a cause of action like that, that the sub¬ 
ject matter is the same in all these cases, and it goes into 
the long history of it and gives the reason behind that, and 
even quotes Chief Justice Marshall. 

The Court: Couldn’t you amend your complaint to the 
effect that the Court restrain the plaintiff from using the 
words “Food Fair” in Maryland! 

Mr. Burroughs: No, sir, we could not It would be a new 
complaint. We would have to get permission of the court 
to file a supplemental complaint 

Mr. Margolius: We will not object to that 

Mr. Burroughs: That is probably true, but at the same 
time that is a matter of our choice. 

Let me say this. The patent case that Mr. Margolius 
refers to is an entirely different matter. This matter 

11 of trade names is governed by the state lines. Mr. 
Justice Holmes, in the Hanover case, in 240 U. S., laid 

down the law on this subject very, very clearly; and if I may 
take Your Honor’s time for a moment— 

The Court: What is the citation? 

Mr. Burroughs: It is 240 U. S. at 426, Hanover Milling 
Company v. Metcalf. 

The Court: What was your citation, Mr. Margolius? 

Mr. Margolius: 122 Fed. (2d), at page 925, Crosley Cor¬ 
poration v. Hazeltine Corporation. 
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Mr. Burroughs: The correct citation of 240 U. S. is 403. 
The Court: What is 403? 426, you told me. 

Mr. Burroughs: I am going to read from 426, but the 
initial page is 403. 

The Court: Is 403? 

Mr. Burroughs: Yes, sir. 

Justice Holmes, in concurring in the opinion in this case, 
said that he felt that the court should go a little further 
and laid down the rule with respect to the jurisdiction of the 
several states over trademarks and trade names, and this is 
what he had to say: 

“As the common law of the several states has the same 
origin for the most part and as their law concern- 
12 ing trademarks and unfair competition is the same 
in its general features, it is natural and very gen¬ 
erally correct to say that trademarks acknowledge no ter¬ 
ritorial limits. But it should never be forgotten, and in 
this case it is important to remember, that when a trade¬ 
mark started in one state is recognized in another it is by 
the authority of a new sovereignty that gives its sanction 
to the right. The new sovereignty is not a passive figure¬ 
head. It creates the right within its jurisdiction, and what 
it creates it may condition, as by requiring the mark to 
be recorded, or it may deny. The question then is what 
is the common law of Alabama in cases like these. It 
appears to me that if a mark previously unknown in that 
state has been used and given reputation there, the state 
well may say that those who have spent their money in¬ 
nocently in giving it its local value are not to be defeated 
by proof that others have used the mark earlier in another 
jurisdiction more or less remote.’* 

The Court: You take the position that this Court can’t 
restrain the defendant from using the name “Food Fair” in 
Maryland? 

Mr. Burroughs: Ido not take that position, Your Honor. 
I do take that position in the present state of the pleadings. 
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The Court: You say this Court has no power to restrain 
the defendant? 

13 Mr. Bnrronghs: I think this Court has the power to 
restrain the defendant. 

The Court: I mean from operating in Maryland. 

Mr. Burroughs: I think that this Court has provided that 
if the pleadings are in such shape as to permit it; but they 
are not in that shape, and, as I say, it is a permissive right 
that we have to hie a supplemental bill and state a new cause 
of action, because these things were not known to the plain¬ 
tiff at the time this suit was filed two years ago. There 
was not any threat then. There were no stores operated by 
the defendant in Maryland. It just happened this spring. 

Therefore, all we asked was relief against the use of the 
name ‘‘Food Fair” in the District of Columbia. Now we 
have the right, under the rules, to come in and ask permis¬ 
sion of this Court to file a supplemental bill to state a new 
cause of action. But we do not have to do that We have the 
right to go in Maryland, if we want to, where Maryland can 
say, under the law of the State of Maryland, whether the 
operation by the plaintiff of its Food Stores in Baltimore 
City and the surrounding territory is sufficient to give it 
jurisdiction throughout the entire State of Maryland. That 
is the law of Maryland, and that is where this case should be 
decided in so far as Montgomery and Prince Georges Coun¬ 
ties are concerned. 

Mr. Margolius: May I be heard for just a second, Your 
Honor? This is so important that in the Crosley case, 

14 which I cited to Your Honor, the trial court was 
overruled by the circuit court for not giving an in¬ 
junction of the nature we are asking. In other words, that 
is a jurisdictional matter which the courts in the various 
circuits are jealous to protect. 

Mr. Burroughs completely forgets the issue and the sub¬ 
ject matter which is before this Court and which is before 
this Court in the nature of a counter claim. 


Now, that is the situation—Who has the right? It is not 
a question of who is asking for what relief. The question 
is, Who has the right—that is the issue in the counter claim 
—to the use of the name Food Fair in Montgomery County 
and Prince Georges County? and that is squarely in the 
counter claim. 

Mr. Burroughs cannot get away from that. It is there. 
It says we seek to enjoin the plaintiff from using the name 
in connection with any store; and, as a matter of fact, if 
the Court please, the plaintiff opened the store. 

The Court: Well, under the counter claim you are seek* 
mg to restrain the plaintiff? 

Mr. Margolius: Yes. 

The Court: Suppose that the Court overrules you on your 
counter claim. Can the Court then turn around, in the face 
of his pleadings, and enjoin you from using the name? 

Mr. Margolius: I think it would become res judi- 
15 cata. I think that is the very point. It does not make 
any difference about the relief. The issue has been 
decided. 

The Court: Does it decide the issue by the Court’s ruling 
against you in the counter claim without taking any affirma¬ 
tive action in reference to the relief he wants? 

Mr. Margolius: Yes. As between these two parties, the 
issue would have been decided, and if we continue to use that 
name I think we would be subject to damage suits. 

If Your Honor will read paragraphs 4 and 5 and 6 of the 
very claim—here it is in paragraph 6 of the complaint— 

“Included among the ‘Food Fair’ chain operated by 
plaintiff, plaintiff has operated since 1935 a number of 
retail food ‘supermarkets’, a number now in excess of 
ten stores, in Baltimore, Maryland”—that is the plain¬ 
tiff—“a marketing area serving many of the same cus¬ 
tomers as the District of Columbia.” And it says: 

“It has spent considerable amounts of money in de¬ 
veloping its trade name and good will throughout the 
Baltimore and Washington marketing area.” 
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Now, they consider, for better or worse, that Washington 
and Baltimore are the same marketing area in the retail 
grocery business. 

The Court: Maybe they do, hut they are two separate » 
jurisdictions. I can’t consider them as one. 

16 Mr. Margolius: I am talking now about competi¬ 
tion, that is, competitively. I think Your Honor can 

consider them as one in this way: If Mr. Burroughs states 
to Your Honor that we could not have asked for this relief 
because they did not open the store until this spring, if the 
Court will read our counter claim, we tell the Court that 
Montgomery County and Prince Georges County, being a 
part of the metropolitan area of Washington, is the area in 
which we have the right to naturally expand. 

Now, they have a store in Prince Georges County, if the 
Court please. They do not operate under the name Food 
Fair. They operate under the name Food Lane, and they 
sell items out there that are labeled “Food Fair.” That is 
in Prince Georges, contiguous to the District, and the issue 
before this Court simply is, Who has the right to the use 
of the name Food Fair in areas other than the city of Balti¬ 
more? And we, by our own counter claim, limit it to the 
District of Columbia, Prince Georges County, and Mont¬ 
gomery County; and this suit in Baltimore is an injunction 
to enjoin them from going into Prince Georges County and 
Montgomery County. That is the subject matter before this 
Court. 

The Court: When was that suit filed? 

Mr. Burroughs: That was filed on the 24th of May, the 
day they opened the store in Montgomery County. 

Mr. Margolius: You mean the Baltimore suit? 

17 Mr. Burroughs: Yes. 

Mr. Margolius: That is just recently; and I say the 
Court has adequate power to grant relief in all aspects. We 
should not be required to go to Baltimore to defend who has 
the right to the use of “Food Fair.” It is only because the 
court calendar is so crowded that we have not been granted 
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a hearing. It has been on the calendar since 1948. They are 
now asking to go to Baltimore, in the Federal District Court, 
a court of comparative jurisdiction with this one— 

The Court: What ! 

Mr. Margolius: A court of comparative jurisdiction. 

The Court: Comparative! 

Mr. Margolius: The Federal Court It is a court of the 
same jurisdiction. 

The Court: It is not concurrent 

Mr. Margolius: Well, it is concurrent in the sense that I 
use it At least they are making it concurrent 

The Court: In other words, you are saying he can pick the 
court he wants to go in ! 

Mr. Margolius: That is right, and he has picked this court 

The Court: He has picked both of them. 

All right I will let you know. I want to read those cita¬ 
tions. 

Mr. Margolius: May I give Your Honor another 
18 citation! 

The Court : Yes. 

Mr. Margolius: I do not have it here. I will give it to you. 

(The instant hearing was concluded.) 
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Findings of Fact and Conclusions of Law. 

This cause came on to be heard upon the defendant’s 
motion to enjoin the plaintiff from prosecuting a complaint 
in the United States District Court for the federal district of 
Maryland, and upon consideration of the arguments of coun¬ 
sel, of the pleadings and exhibits thereto and the record in 
this cause, the Court this 29 day of June, 1950 enters the 
following 
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Findings of Fact 

1. Plaintiff is a corporation organized under the laws of 
the State of Pennsylvania with principal offices in the City 
of Philadelphia, Pennsylvania, and is engaged in the opera¬ 
tion of food supermarkets. 

2. Defendant is a Delaware corporation doing business in 
the District of Columbia and the State of Maryland, with 
its principal offices in the District of Columbia. Defendant 
is the operator of a chain of food supermarkets located in 
the District of Columbia and adjoining counties of Mary¬ 
land. 

3. On March 17,1948 plaintiff filed in this Court its com¬ 
plaint against the defendant, seeking injunctive and other 
relief for alleged infringement of the trade-name “Food 

Fair.” To this complaint the defendant made answer 
56 and filed a counterclaim to enjoin the plaintiff from 
using the name “Food Fair” within the District of 
Columbia, Prince Georges County, Maryland and Montgom¬ 
ery County, Maryland in connection with the operation of 
any food store and the offering for sale or the sale of any 
merchandise, or in connection with any advertising, labeling 
or packaging of any food stuffs for retail sale. 

4. The complaint and counterclaim filed in the District of 
Columbia has been on the trial calendar of this Court since 
September 1,1948 and pretrial thereof was had on June 15, 
1950. 

5. On May 24,1950 the plaintiff filed a complaint against 
the defendant in the United States District Court for the 
District of Maryland, being entitled Food Fair Stores Inc. 
vs. Square Deal Market Company, Inc., Civil Action No. 
4993, seeking to enjoin the defendant from using the name 
“Food Fair.” 

6. The parties in the cause of action pending in this juris¬ 
diction are identical with those involved in the action filed in 
Maryland. 

7. The subject matter and the issues in the case pending 
in the District of Columbia are the same as those involved 
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in the action commenced by the plaintiff in the United States 
District Court of Maryland. 

Conclusions of Law. 

1. The parties, the issues and the subject matter of the 
complaint filed by the plaintiff in the United States District 
Court for the District of Maryland, Civil Action No. 4993 
are the same as those involved in this cause of action. 

2. This Court in the pending cause of action has the 
57 power and authority to dispose of the issues pre¬ 
sented by the plaintiff’s complaint filed in Maryland. 

3. This Court having first acquired jurisdiction of the 
subject should retain such jurisdiction and finally dispose 
of the issues involved. 

4. Defendant is entitled to an order enjoining the plaintiff 
from prosecuting the complaint in Civil Action No. 4993 in 
the United States Court for the District of Maryland. 

EDWABD M. CUBB42T 
Judge 
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Filed Jun 29 1950 

Order. 
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This matter having come on for hearing upon the motion 
of the defendant to enjoin the plaintiff from prosecuting a 
complaint filed by the plaintiff against the defendant in the 
United States District Court for the District of Maryland, 
being titled “Food Fair Stores, Inc^ a corporation v. 
Square Deal Market Company, Inc., Civil Action No. 4993,” 
and it appearing to the Court that the parties, subject mat¬ 
ter and issues involved in said complaint are substantially 
the same as those in the above-entitled cause pending in this 
jurisdiction, and it further appearing that this Court has 
jurisdiction and power to dispose of the issues involved in 
the complaint filed in the United States District Court for 
the District of Maryland, it is by the Court this 29th day of 
June, 1950 
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Ordered, that the plaintiff be, and it hereby is, enjoined 
from prosecuting and carrying forward the action died by it 
in the United States District Court for the District of Mary¬ 
land titled Food Fair Stores, Inc., a corporation v. Square 
Deal Market Company, Inc., Civil Action No. 4993, and it is 
further 

Ordered, that the plaintiff be, and it hereby is, granted 
leave to file an amended or supplemental complaint in this 
action within 20 days from the date of this order. 

SEEN: 

Cart McN. E uwek 
Attorney for Plaintiff 

Edward M. Cxjrrar 
Judge 
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No. 10,74r 

APPELLEE’S QUESTIONS PRESENTED 

The appellee is of the opinion that there are at most 
bnt two questions presented by this appeal. 

The first question: Are the subject matter and issues 
of an action brought by the appellant in the federal district 
of Maryland to enjoin appellee’s use of a tradename sub¬ 
stantially the same as those involved in an earlier action 
brought by the appellant in the court below, and accord¬ 
ingly should the court below have enjoined appellant from 
proceeding with its case in Maryland. 

The second question: Was the form and the scope oil 
the injunctive order entered by the court below proper 
under the facts and circumstances of this case. 
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-1. The parties, subject matter and issues involved 
in this case are the same as those involved in 
the suit brought in Maryland and therefore 

injunctive relief was proper- 

2. The form and scope of the injunction order 
was proper- 

Conclusion--:_ 


Coates v. Ellis, 61 A. (2d) 28_ 10 

Brooks Transportation Co. v. McCutcheon, 80 

App. D. CL 406, 154 F. 2d 813__ 11 

Creamry Package Manufacturing Co. v. Cherry- 

Burrell Corp., 115 F. 2d 980._12 

Crosley Corp. v. Hazeltine Corp., 122 F. 2d 925 

(3rd Cir.) --8,15 

Crosley Corp. v. Westinghouse Electric and Man¬ 
ufacturing Co., 130 F. 2d 473 (3rd Cir.)_ 9 

Dwinell-Wright Co. v. National Fruit Product 

Co., 129 F. 2d 848 (1st Cir.)_ 9 

Emrich v. McNeil, 75 App. D. C. 307,126 F. 2d 841 11 

Green v. Gravatt, 35 F. Strop. 493_12 

In re Georgia Power Co., 89 F. 2d 218 (5th Cir.)_ 10 
Milwaukee Gas Specialty Co. v. Mercoid Corp- 

104 F. 2d 589 (7th Cir.)_ i _ 9 

National Motor Bearing Co. Inc. v. Consolidated 

Motor Parts, 6 F. Supp. 813__ 12 

Old Charter. Distillery Co. v. Continental Diall¬ 
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bia involved the same parties, issues and subject matter. 
It is well settled that in all cases of concurrent jurisdiction, 
the court which first has possession of the subject should 
decide the matter. 

Appellant raises the point on appeal that its complaint 
below was to restrain the use by appellee of the name 
“Food Fair” in the District of Columbia and that the 
case in Maryland was to restrain appellee from the use 
of the name in Maryland. Appellant states that the only 
procedure by which it could bring the Maryland issue 
into the District of Columbia case would be by a supple¬ 
mental complaint and that appellant had the right to decide 
how and where to bring its action on this issue. Appellant 
overlooks the fact that, apart from its own complaint 
(which, it is submitted, is sufficient to support the injunc¬ 
tion) appellee in its counterclaim prayed that the appellant 
be enjoined permanently from using the name “Food 
Fair” in the District of Columbia, Prince George's County, 
Maryland and Montgomery County, Maryland, and that 
this was the only area set forth in its complaint filed in 
Maryland. The issue, therefore, as to the use of the name 
“Food Fair” in Maryland was before the court in the 
District of Columbia, and could and should be disposed 
of by it 

To argue, as appellant does, that comity required the 
matter of a stay to be presented to the District Court in 
Maryland, the court of secondary jurisdiction rather than 
by injunction in the court below, is to ignore the rule of 
the decided cases. 

IL Appellant argues that the injunction if issued at 
all, should have been temporary only. The form of the 
injunction order was proper. But notwithstanding this, 
if appellant had any objections to its form or scope, such 
objections should have been made timely below. No op¬ 
portunity was afforded the trial court to pass upon the 
question in the first instance. 
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In determining whether the form of the injunction was 
proper, consideration must be given to the reason for the 
rule that where a federal court has first acquired juris¬ 
diction of the issues and subject matter, it may enjoin 
prosecution of a subsequent action involving the same 
issues and subject matter. This rule is based upon a 
desire of the federal courts, as first announced by Chief 
Justice Marshall, to avoid vexatious litigation and finan¬ 
cial burden upon litigants as well as to lighten the burden 
upon the federal judiciary. The reason for the rule, con¬ 
sidered together with the doctrine of res adjudicata, sup¬ 
ports the nature of the order below. 

ARGUMENT I 


The parties, subject matter and issues involved in this 

, case are the same as those involved in the suit brought 
in Maryland and therefore injunctive relief was 
proper. 

The principal, if not the only question involved on this 
appeal, is whether the lower court acted properly in en¬ 
joining the appellant from proceeding with a subsequent 
suit in the United States District Court for Maryland, 
which suit involved the same parties, subject matter and 
issues as are before the United States District Court for 
the District of Columbia by reason of a complaint filed 
at an earlier date by the appelant. 

It is submitted that the trial court’s ruling is amply 
justified by the record. 

The trial court found as a fact from the pleadings and 
exhibits attached thereto and from the record in the case 
that the action filed in this jurisdiction pre-dated the 
filing of the complaint in Maryland by more than eighteen 
months, and that the parties in both cases are identical 
The court, further found that the subject matter and the 
issues in the case pending in this jurisdiction are the same 
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as those involved in the action instituted in the District 
Court of Maryland. These findings are fully supported 
and accordingly should be sustained. (Appellant's Ap¬ 
pendix, page 36). 

In its complaint filed in the lower court appellant alleged 
that it was engaged in the operation of retail food stores 
with more than 90 supermarkets in various states, includ¬ 
ing Maryland, (but not the District of Columbia); that it 
has expended large sums of money for the advertising 
and development of its tradename throughout the United 
States, and “in particular the eastern part of the United 
States, including the District of Columbia"; that it has 
operated a number of retail food stores (now in excess 
of ten) in Baltimore, Maryland, “a marketing area serving 
many of the same customers as the District of Columbia"; 
that its markets in the Baltimore area serve customers 
who are residents of the District of Columbia or are em¬ 
ployed therein, or who are residents of or employed “at 
intermediate points between Baltimore and the District of 
Columbia" and who market in both cities; appellant's 
tradename has been established and recognized by the 
public throughout the eastern part of the United States, 
including the District of Columbia; that the appellee, 
Square Deal Market Co., Inc., operates one or more retail 
food stores in the District of Columbia under the name 
“Food Fair" with the object of capitalizing on the repu¬ 
tation and good-will which plaintiff has built up for such 
name, and of causing the public, the trade and the sup¬ 
pliers to believe that appellee is identified with or asso¬ 
ciated with appellant; that the use by appellee of such 
tradename has caused, and unless enjoined by the court 
below, will continue to cause, instances of confusion among 
patrons, the public and suppliers, for the reason that the 
area where appellee uses appellant's tradename is con¬ 
tiguous to, and to a substantial extent identical withy one 
of appellant’s largest areas of operation, and both at the 
time of appropriation of the name “Food Fair” by op- 
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pettee and at all times svbsequent thereto appellant and 
appellee cure and have been in actual competition. Accord¬ 
ingly appellant prayed that the appellee be enjoined from 
using the name “Food Fair” or any name bearing so near 
a resemblance thereto as to cause any confusion with the 
appellant; that an account be made of the profits through 
such wrongful use of the name and that the appellant have 
“such other and further relief as to this court may seem 

just and proper.” (Appellants Appendix, page 2) 

• * > 

It will be noted in passing that appellant’s prayer for 
an injunction is not limited to the District of Columbia 
boundaries but seeks an injunction against the use by 
appellee of the name “Food Fair” generally. 

Appellant’s complaint in Maryland is practically iden¬ 
tical with the complaint filed in the court below except 
that it sets forth the facts that the appellee has opened 
a store in Montgomery County, Maryland and is con¬ 
templating opening a store in Prince George’s County, 
Maryland. In addition appellant alleges that it (appel¬ 
lee) operates a store in Prince George’s County, Mary¬ 
land under the name “Food Lane” at which place it 
sells products under the name “Food Fair.” The prayer 
for relief is substantially in terms the same as the prayer 
in the complaint filed in the court below on March 17, 
1948. 

Appellee filed an answer in the suit brought in this 
jurisdiction in which it denies the allegations of the com¬ 
plaint and sets forth other defenses. In addition it filed 
a counterclaim in which it claims prior use of the name 
“Food Fair” and sets forth that it has “spent consider¬ 
able sums in advertising and developing this tradename, 
and the good-will attaching to this name, in the District 
of Columbia and the areas in Maryland adjacent to the 
District and for several years that name has become known 
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and associated exclusively with the defendant (appellee) 
in the District of Columbia and surrounding areas, includ¬ 
ing Montgomery and Prince George’s counties in the State 
of Maryland, by reason of which defendant has acquired 
an exclusive right in the use of the name “Food Fair” in 
connection with retail food sales in said marketing area”; 
that appellant, disregarding the rights of the appellee 
opened a grocery store in Prince George’s County, Mary¬ 
land, under the name “Food Lane” at which store is sold 
various items under the name of “Food Fair”; that the 
name “Food Fair” has come to be known and associated 
exclusively with the appellee in the marketing areas in 
Maryland where the “Food Lane” store was opened and 
that appellant wilfully and with the intention of mislead¬ 
ing the public has appropriated the name “Food Fair” 
from the appellee in that area. Appellee prayed in its 
counterclaim that the appellant he enjoined permanently 
from using the name “Food Fair” in the District of 
Columbia, Prince George*s County, Maryland and Mont¬ 
gomery County, Maryland (Appellant’s Appendix 10). 

It is clear that the subject matter and the issues involved 
in the case pending in this jurisdiction are identical with 
those in the Maryland suit. The appellant concedes that 
its activities in the retail food business are confined ex¬ 
clusively to the State of Maryland as it has no stores in 
the District of Columbia. Consequently whatever damage 
appellant suffers necessarily results from a loss of business 
in its stores and other consequences in the State of Mary¬ 
land and not in the District of Columbia. The theory of 
appellant’s complaint filed in the court below was that the 
ten stores operated by it in Baltimore, Maryland are in 
the same marketing area as the District of Columbia, those 
stores serving residents or persons employed in the Dis¬ 
trict of Columbia or in the intermediate territory. This 
being the case appellant necessarily sought, and in specific 
terms alleged that it needed, from the court below, protec¬ 
tion in the use of its name “Food Fair” in the area in 


the State of Maryland between Baltimore and Washington. 
It, therefore, brought into this jurisdiction the question of 
the right to the use of the name “Food Fair” in the State 
of Maryland. 

If what has been said is not sufficient to establish the 
identity of subject matter and issues, certainly the counter¬ 
claim filed by appellee supports that conclusion. As set 
forth above, the counterclaim by specific allegation and 
in definite prayers brings before the court below the issue 
as to which of the parties has the right to the use of the 
name Food Fair in Prince George’s County and Mont¬ 
gomery County, Maryland, for appellee seeks to have ap¬ 
pellant’s use of the name in that area permanently en¬ 
joined. 

To urge as appellant does that the issues in the two 
cases are not the same is to ignore the obvious. To say 
as it does that appellant’s right to exdude appellee from 
the use of the tradename 1 “Food Fair” in Maryland could 
not have arisen until appellee announced its intention to 
use such name in Montgomery and Prince George’s Coun¬ 
ties, is to ignore what the appellee set out in the record 
almost two years ago. Appellee’s right to the use of the 
name in these counties, or conversely, appellant’s right 
to the exclusion of appellee’s use of the name in this area, 
will be determined by the disposition of the counterclaim. 
Appellant seeks no more in the Maryland action than the 
court below has power to grant in the District of Columbia 
action. 

It is well settled in this jurisdiction as well as generally 
in all federal courts that where two cases between the 
same parties on the same subject matter are commenced 
in two different federal courts, the court which is com¬ 
menced first is to be allowed to proceed to its condusion 
first, and an injunction to accomplish this is proper. Speed 
Products Co. v. Tvnnermcm Products , 83 U. Si App. D. C. 
243, 171 F. 2d 727. 
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In stating the rule in the Speed Products case. Chief 
Judge Stephens relied upon the leading case of Crosley 
Corp. v. Hazel tine Corp., 122 F. 2d 925 (3d Cir.) In that 
case it appears that on January 13,1941 Crosley Corpora¬ 
tion commenced an action in the District Court for the 
District of Delaware, seeking a declaratory judgment as 
to the validity and infringement of certain patents. Seven¬ 
teen days later Hazel tine, the defendant in the original 
action in Delaware, filed nine suits in a federal district 
court in Ohio in which it sought decrees that Crosley had 
infringed certain of the patents involved in the declaratory 
judgment suit. Crosley thereupon moved for an injunction 
to restrain Hazeltine from proceeding with the Ohio suits 
until the Delaware case had been decided. In reversing 
the district court and directing that an injunction should 
have been issued, the court held, in a thorough well docu¬ 
mented opinion that it was a dear abuse of discretion to 
deny the injunction. In tracing the judicial history in 
support of its dedsion the court concluded as follows: 

‘‘It was long ago laid down by Chief Justice Marshall 
as a salutary rule that ‘in all cases of concurrent 
jurisdiction, the court which first has possession of 
the subject must dedde it.* Smith v. Mclver, 9 Wheat, 
22 U. S. 532, 535, 6 L. Ed. 152. It is of obvious im¬ 
portance to all litigants to have a single determination 
of their controversy, rather than several decisions 
which if they conflict may require separate appeals. 
No party has a vested right to have his cause tried 
by one judge rather than by another of equal juris¬ 
diction. Certainly, the defendant cannot be heard to 
complain that the suit has been brought in the district 
of its. domicile rather than in the district where the 
plaintiff is located. The party who first brings a 
controversy into a court of competent jurisdiction for 
adjudication should, so far as our duel system permits, 
be free from the vexation of subsequent litigation 
over the same subject matter. The economic waste 
involved in duplicating litigation is obvious. Equally 
important is its adverse effect upon the prompt and 






efficient administration of justice. In view of the 
constant increase in jndicial business in the federal 
courts and the continual necessity of adding to the 
number of judges, at the expense of the taxpayers, 
public policy requires us to seek actively to avoid the 
waste of judicial time and energy.” 

To the same effect see Crosley Corp. v. Westinghouse 
Electric and Manufacturing Co., 130 F. 2d 473 (3d Cir.). 

In DicineU-Wright Co. v. National Fruit Produce Co., 
129 F. 2d 848 (1st Cir.), a case particularly applicable to 
the one at bar, suit was brought in the federal district 
court of Massachusetts alleging infringement of a trade¬ 
mark, unfair competition and unfair trading. The prayer 
of the complaint was for injunctive relief, for damages, 
accounting for profits and for * 4 such other and further 
relief, as may seem proper.” Neither party asked the 
district court for affirmative relief by way of cancellation 
of the other’s trademark registration. After the case was 
at issue the defendant filed a petition in the United States 
Patent Office under provisions of an applicable statute for 
the cancellation of the plaintiff’s trademark registrations. 
Plaintiff filed with the Patent Office a motion to stay this 
cancellation proceeding and also moved in the district court 
for an injunction to restrain the defendant from prosecut¬ 
ing its cancellation proceedings in the Patent Office. In 
passing upon the motion to enjoin the prosecution of the 
cancellation proceedings, the court held that although two 
federal district courts of concurrent jurisdiction were not 
involved, the same rule of law applied between a federal 
district court and an administrative tribunal and that 
although the specific issue of cancellation of the trademark 
was not involved in the court proceeding, under established 
law an injunction was proper, the right to the use of the 
mark being before the court. 

In Milwaukee Gas Specialty Co* v. Mercoid Corp., 104 
F. 2d 589 (7th Circuit), the court, in reversing an order 
of the district court denying an injunction and directing 
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that such injunction be issued, stated the general rale to be 
‘ ‘ that the court first acquiring jurisdiction is entitled to 
maintain it until its duty is fully performed and the juris¬ 
diction involved is exhausted.” 

In Triangle Conduit & Cable Co. Inc. v. National Electric 
Products Corp., 125 F. 2d 1008 (3d Circuit), the court 
enjoined the prosecution of a suit in another district even 
though the latter suit involved an additional party, not 
involved in the action in the original jurisdiction. 

In re Georgia Power Co., 89 F. 2d 218 (5th Cir.) an 
action was filed in the federal court in Georgia and there¬ 
after an action between the same parties was filed in the 
federal court in Tennessee. Plaintiff moved to dismiss 
the suit which it had filed in Georgia. It was held that 
the plaintiff had no right to a dismissal and that a court 
having prior jurisdiction of the parties and subject matter 
may retain that jurisdiction even against a motion to dis¬ 
miss made by the plaintiff, and to preserve such jurisdic¬ 
tion it could issue an injunction prohibiting plaintiff from 
continuing its action in the second federal court. 

In United States v. McCarl , 56 App. D. C. 52, 8 F. 2d 
1011, affirmed 275 U. S. 1, 48 S. Ct 12, 72 L. Ed. 131, 
this Court held that a mandamus suit against the Comp¬ 
troller General of the United States was properly denied 
on the ground that the subject matter involved in the 
mandamus suit was also involved in a suit instituted in 
the federal district court of the State of Washington. The 
latter court “having acquired jurisdiction of the subject 
matter of this case, no court of co-ordinate authority is 
at liberty to interfere with its action. This principle is 
so familiar as to require no citation of authorities.” 

In Coates v. EUis f 61 A. (2d) 28, the Municipal Court 
of Appeals for the District of Columbia had occasion to 
pass upon a stituation analogous to the one involved in 
this case. In that case-it appears that suit was filed in 
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the District Court for the District of Columbia for dam- 
ages for personal injuries. Subsequent to the filing of 
this action, but before service could be obtained, the de¬ 
fendant filed- suit in the Municipal Court for property 
damages sustained in the same accident In ruling that 
the District Court had acquired prior jurisdiction, it stated 
that the defendant’s action for property damages, arising 
out of the same transaction as that involved in the com¬ 
plaint for personal injuries, was a compulsory counter¬ 
claim and could and should have been made such by the 
defendant in the District Court suit. Chief Judge Cayton, 
speaking for the court, said as follows: 

“Hence it follows that when Coates filed his suit in 
the Municipal Court it was attempting to assert a 
claim which he should have asserted as a counterclaim 
in the District Court. 

“It has been held time and time again that in the 
interest of orderly procedure and to avoid nnseemingly 
conflicts the court which first acquires jurisdiction 
over a controversy should maintain and exercise that 
jurisdiction to the exclusion of a court in which sub¬ 
sequent action is taken. Such is the role as between 
Federal courts, and also between Federal courts and 
those of the states. A Federal Court may enjoin 
proceedings in an action subsequently filed. Indeed, 
it has been held that a Federal Court is under a duty 
to do so.” 

The general rule has been stated and applied by this 
Court on occasions other than those set forth in the cases 
cited above. Brooks Transportation Company v. McCut- 
cheon, 80 App. D. C. 406, 154 F. 2d 811; Roseviberger v. 
Rosenberger, 68 App. D. C. 220, 95 F. 2d 349; Enurich 
v. McNeil, 75 App. D. C. 307,126 F. 2d 84L 

The subject matter of the suit filed by the appellant in 
Maryland is the proprietary right to the use of the name 
“Food Fair” in Prince George’s County and Montgomery 
County, Maryland. The same subject matter, and the very 
issue involving that subject matter, is before the District 


v 


12 


Court of the District of Columbia by virtue of appellant’s 
complaint and appellee’s counterclaim. Appellee is en¬ 
titled to have the right to the use of the name “Food Fair” 
adjudicated in this jurisdiction. Appellant is not entitled 
as of right to an adjudication of such issue by the District 
i Court of Maryland rather than the District Court of the 
! District of Columbia. See Creamry Package MamufacPwr- 
I vug Co. v. Cherry-Burrell Corp., 115 F. 2d 980. 

It is submitted that extended argument is not necessary 
to demonstrate the validity of the lower court’s findings 
i of identity of subject matter and issues. Mere reference 
to the complaint and counterclaim in this jurisdiction and 
the complaint filed in Maryland, together with an analysis 
of this as appellee has attempted to make is sufficient to 
i warrant an affirmance of the judgment below. 

The cases relied upon by the appellant in its brief sup¬ 
port appellee’s position rather than that of appellant. No 
case is cited which contradicts or in any way alters the 
rule announced in the Speed Products case and the other 
cases cited above. Many of the cases, such as Green v. 
Gravatt, 35 F. Supp. 491, and National Motor Bearing Co. 
Inc. v. Consolidated Motor Parts, 6 F. Supp. 811; Old 
Charter Distillery Co . v. Continental Distilling Co., 59 F. 
Supp. 428, involve a situation very different from the one 
I presented to this Court, where application is made to the 
court of secondary jurisdiction for a stay pending the 
i disposition of the case in the court of prior jurisdiction. 
■1; These cases do not involve injunctions in the court of 
first jurisdiction nor do they hold that such injunctions 
are improper. 

Appellant lays much stress on the fact that the trial 
I court afforded appellant an opportunity to file an amended 
i or supplemental complaint, arguing that the trial court 
thereby must have believed that the issues in the two cases 
j were not the same. Appellant’s position in this 'respect, 

it is submitted, is not sound. 

0 



The subject matter of the cases in the District of Colum¬ 
bia and in Maryland is the tradename “Food Fair” and 
the determination of which of the parties has the right to 
the nse and enjoyment of that name in the District of 
Columbia as well as in Maryland. Appellant’s only oper¬ 
ations are in Maryland and its 10 stores in Baltimore 
serve many of the same customers as deal at the appellee’s 
stores in the District of Columbia which indicates that 
appellant is losing business in its Baltimore stores by 
reason of the operation of appellee’s stores in the District. 
The great sums of-moneys allegedly spent by appellant 
in advertising, as set forth in its complaint, is for the 
benefit of its Baltimore stores. Appellant further states 
that it is being damaged for the reason that the area 
where appellee uses the tradename “Food Fair” is con¬ 
tiguous to and substantially identical with one of appel¬ 
lant’s largest areas of operation. Obviously, therefore, 
from these and other allegations set forth in the complaint 
filed below and from the nature of the relief prayed for 
appellant complains of the damage suffered by it in the 
operation of its stores in the state of Maryland. Thus, 
for example, appellant alleges that damage has been done 
to its profits and substantial investment. These profits 
are made in the state of Maryland, having no stores in 
the District of Columbia and its investment was in stores 
located in that state, not in the District. 

Appellee’s counterclaim directly brings into issue the 
right to the use of the name “Food Fair” in the State 
of Maryland. 

Since the filing of the complaint in the lower court, 
appellee opened a store in' Montgomery County, Maryland. 
The opening of this store does not create a new issue to 
be decided by the court or change the subject matter of 
the litigation. The issue still remains, as it was prior to 
the opening of such store—which of the parties has the 
right to the use of the name “Food Fair” in the District 
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of Columbia and in Montgomery County and Prince 
George’s County, Maryland. Giving to the appellant the 
right to file a supplemental pleading, if it feels that by 
such subsequent action by the appellee in opening a new 
store, makes additional relief desirable, does not in any 
way bear upon the question of jurisdiction to determine 
the issue between the parties in one litigation. Appellant 
might have desired by reason of the opening of the new 
store, to have made application to the lower court for a 
temporary injunction—which it did not do. Can it be 
said that the lower court was without authority or juris¬ 
diction to entertain such a request for temporary relief 
upon a showing made. 

The right granted to appellant to file additional plead¬ 
ings cannot add to or detract from the record which alone 
must be examined to determine the validity of the lower 
court’s ruling in granting an injunction. To cite cases 
dealing generally with the nature of supplemental com¬ 
plaints, as appellant indulges in, is to beg the question 
before the court. An examination of these cases reveals 
nothing which would require a reversal of the lower court’s 
ruling. If anything they too support appellee in its con¬ 
tention. The subject matter and issues -in a case are one 
thing and the relief requested may be another. It is sub- • 
mitted that appellant loses sight of that fact 

Moreover, the extended argument made by appellant 
that the rule of comity required the appellee to apply to 
court in Maryland for a stay rather than to the court 
below for an injunction finds no support in the cases relied 
upon by it and ignores the rule announced in the Speed 
Products case and other cases cited in this brief. The 
authorities relied upon by appellant are not in point with 
the case at bar. 

For the reasons stated, the trial court’s action in grant¬ 
ing an injunction should be affirmed. 
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The form and scope of the injunction order was proper. 

Appellant contends that in the event the conrt’s action 
in granting an injunction is determined to have been 
proper, nothing more than a temporary injunction should 
have been granted. It bases this argument on the assump¬ 
tion that the order signed by the trial court is a permanent 
injunction. 

At the out-set it should be noted that appellant made no 
objection to the form or scope of the order. This point is 
being raised for the first time on appeal It is submitted, 
the objection comes too late, as no opportunity was afforded 
the trial court to pass upon the question and amend or 
modify its order if objectionable. See Bold* v. Ambrogi, 
67 App. D. C. 101, 89 F. 2d 845. 

Appellee has found no case, and appellant cites none, 
holding that a permanent injunction under the circum¬ 
stances of the case at bar is improper. It is true that in 
the cases cited by appellant the court granted injunctions 
characterized as temporary, but these were issued specifi¬ 
cally upon motions for temporary injunctions. No reason 
presents itself why an injunction permanent in character 
should not be issued if the Court is satisfied that the subject 
matter and issues involved in a second case are the same 
as those involved in the first. This becomes apparent when 
the doctrine of res adjudicata is considered together with 
the reason for the rule laid down by Chief Justice Marshall 
in Smith v. Mclver, 9 Wheat 532, which is the basis of 
the decision in Crosley Cory. v. Hazel&ne Cory., supra, 
namely, a party to litigation should be “free from the 
vexation of subsequent litigation over the same subject 
matter. The economic waste involved in duplicating liti¬ 
gation is obvious. Equally important is its adverse effect 
upon the prompt and efficient administration of justice 
... public policy requires us to seek actively to avoid the 
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waste of judicial time and energy. This being the reason 
for the rule, it is submitted, that the order of the trial 
court was proper in form. 


CONCLUSION 
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It is submitted that the court below acted properly in 
enjoining appellant from prosecuting its subsequent action 
in the federal district court in Maryland and, accordingly, 
the judgment should be affirmed. 

Respectfully submitted, 

Bernard Margouus, 

1000 Vermont Ave. N. W., 
Washington, D. C., 

Joseph B. Danzansky, 

1406 G Street, N. W., 
y ' Washington, D. C., 

Attorneys for Appellee. 

October 9,1950 
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